REVI SED, May 8, 1998
IN THE UNI TED STATES COURT OF APPEALS
FOR THE FI FTH Cl RCU T

No. 97-40950

ABRAHAM QUI NTANI LLA, JR., doi ng busi ness

as Selena y Los Dinos, Individually, and

as | ndependent Adm nistrator of the Estate

of Selena Quintanilla Perez, ABRAHAM

QUI NTANI LLA, 111, doing business as AQ I
Musi ¢, doi ng business as Five Candl es Misi c,

| ndi vi dual Iy, RICKY VELA, doi ng business

as Lone | guana Miusic, Individually, PETE
ASTUDI LLO, doi ng busi ness as Peace Rock

Musi ¢, Individually, and CHRI STOPHER G PEREZ,

Pl aintiffs-Appellants,
ver sus
TEXAS TELEVI SI ON | NCORPORATED, doi ng busi ness
as McKi nnon Broadcasti ng Conpany, doing
business as KIII-TV (“KIIl'l"),

Def endant - Appel | ee.

Appeal fromthe United States District Court for
the Southern District of Texas

April 17, 1998
Bef ore REAVLEY, JONES and BENAVI DES, Circuit Judges.
REAVLEY, Circuit Judge:
This is a copyright case. The father of the popul ar singer,
Sel ena, sued a television station for infringenent of his rights
in a videotape of a concert that was nade by the station. The

district court granted sunmary judgnent for the defendant



tel evision station. Because the proof will not support
plaintiffs’ claimto sole ownership of the videotape, we affirm
BACKGROUND

Appel I ant Abraham Quintanilla, Jr. (Quintanilla) is the
father of Selena Quintanilla Perez (Selena). Selena |ed a Tejano
band naned Selena y Los Dinos (the band). Quintanilla was the
manager and owner of the band.

On February 7, 1993, the band perfornmed a |live concert at
the Menorial Coliseumin Corpus Christi. By agreenent between
Quintanilla and Jay Sanchez, a director for appell ee Texas
Tel evision, Inc. d/b/a KIII-TV (KIll), the concert was recorded
on videotape by KIIl personnel. Prior to the concert, Sanchez
sent Quintanilla a note stating: “Thank you for allowng us to
vi deot ape the concert tonmorrow night. . . . As per our
agreenent, we will use the video on the Dom ngo Show and ot her
news shows. In turn, we will provide you with a naster copy on
3/4 to use for pronotional purposes.” Later, Sanchez sent
vi deot apes of the concert to Quintanilla, with a note stating:
“As we agreed, enclosed please find copies of the concert for
your use. In exchange, we will use the footage on the Dom ngo
Show. ”

Appel l ants contend that after the concert, songwiters (the
Songwriters) whose conpositions had been perforned at the concert
obt ai ned copyright registrations for the songs with the United
States Copyright Ofice, and Quintanilla obtained a copyright

registration for the videotape. The parties do not dispute that



Quintanilla acted as agent for the Songwiters in entering into
the agreenent with Kill

After Selena’'s death, KiIIl aired portions of the videotape
on its prograns, including a March 31, 1996 “Sel ena Special” on
the anniversary of her death. Quintanilla and the Songwiters
brought this suit against Kill, alleging copyright infringenment
and state law clains.! Quintanilla clainmed that he is the
excl usi ve owner of the copyright to the videotape and that Kil
received only a |imted nonexclusive |icense to use the concert
footage on a single KIll entertai nment show, The Dom ngo Show.
In addition to clains under the Copyright Act,? the conpl aint
asserted state |law cl ains under the court’s suppl enenta
jurisdiction, including clains for breach of contract,
m sappropriation of nane or |ikeness, fraud, deceptive trade
practices, and negligent m srepresentation.

The district court granted sunmary judgnent in favor of KIlI
on the copyright clains, and dism ssed the remaining state | aw

clains wthout prejudice.

! Quintanilla sued individually, doing business as Selena vy
Los Dinos, and as adm nistrator of Selena’'s estate. Christopher
Perez, Selena s surviving husband and a band nenber, al so
appeared as a plaintiff, along with Abraham Quintanilla, 11I
(Quintanilla s son), R cky Vela and Pete Astudillo, who were band
menbers and were identified in the conplaint as Songwiters. The
appellate briefs further |ist band nenbers Suzette Arriaga
(Quintanilla s daughter) and Joe Q eda as appel | ants.

2 17 U . S.C. 8§ 101-1101.



DI SCUSSI ON

Summary judgnent is appropriate if the record discloses
“that there is no genuine issue as to any material fact and that
the noving party is entitled to a judgnent as a matter of |aw "3
Under nodern sunmary judgnment practice “there is no issue for
trial unless there is sufficient evidence favoring the nonnovi ng
party for a jury to return a verdict for that party. |If the
evidence is nerely colorable, or is not significantly probative,
sunmary judgnent may be granted.”* W conclude that the district
court properly granted sunmary judgnent on the federal copyright
cl ai ms.
A Wrk Made for Hire Doctrine

Quintanilla argues that he is the exclusive ower of the
copyright in the videotape because the videotape was a work nade
for hire, and KIll's efforts in nmaking the videotape fall w thin
that doctrine. As the Suprenme Court explained in Community for
Creative Non-Violence v. Reid, the Copyright Act “provides that
copyright ownership ‘vests initially in the author or authors of
the work,’”” and the author is generally the party “who actually
creates the work, that is, the person who translates an idea into

a fixed, tangible expression entitled to copyright protection.”?®

% Fed. R Civ. P. 56(c).

4 Anderson v. Liberty Lobby, Inc., 477 U S. 242, 249-50,
106 S. C. 2505, 2511 (1986) (citations omtted).

5 490 U.S. 730, 737, 109 S. C. 2166, 2171 (citing 17
U S.C. 8§ 102, 201(a)).



The Act provides differently for works made for hire, where
“t he enpl oyer or other person for whomthe work was prepared is
consi dered the author” and owns the copyright, absent an
agreenent between the parties to the contrary.?® The Act defines
two sets of circunstances in which a work is made for hire:

A “work made for hire” is—

(1) a work prepared by an enpl oyee within the scope
of his or her enploynent; or

(2) a work specially ordered or conm ssioned for use

as . . . a part of a notion picture or other

audi ovisual work . . . if the parties expressly agree

inawitten instrunent signed by themthat the work

shall be considered a work made for hire.’

Quintanilla produced no witten instrunent where the parties
expressly agreed “that the work shall be considered a work made
for hire” as required by the second subsection of the definition.
Quintanilla therefore can prevail on his work for hire theory
only if the KIlIl personnel sent to videotape the concert were his
“enpl oyees” under the first subsection of the definition. In
Reid, the Court held that general principles of agency |aw apply

when deci di ng whether the work in issue was prepared by an

“enpl oyee” rather than an i ndependent contractor.?

6 17 U.S.C. § 201(b).

7 1d. § 101.

8 Reid, 490 U.S. at 750-51, 109 S. Ct. at 2178.
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Looking to the factors named in Reid,® KIIl established as a
matter of |aw that the personnel it sent to videotape the concert
were not enployees of Quintanilla. Quintanilla’ s argunent mainly
centers on the right of control. In Reid, however, the Court
made clear that “the hiring party’'s right to control the manner
and neans by which the product is acconplished” is just one of
numerous factors to consider, and that “the extent of control the
hiring party exercises over the details of the product is not
di spositive.”® On this factor, the evidence is not so nuch in
dispute as its inport. Quintanilla offered evidence that he
selected the forum controlled the |lighting and stage setup for
the concert, and was the overall producer of the concert. KIII
counters that it controlled the creation of the videotape. Wile
Quintanilla told Sanchez where he wanted the two fixed and roving
caneras |l ocated and told nenbers of the camera crew when certain

parts of the concert were comng up so they could get good

® Under agency law, the following factors are relevant in
deci ding whether the hired party is an enpl oyee versus an
i ndependent contractor: (1) the hiring party’'s right to control
t he manner and neans by which the product is acconplished; (2)
the skill required; (3) the source of the instrunentalities and
tools; (4) the location of the work; (5) the duration of the
rel ati onship between the parties; (6) whether the hiring party
has the right to assign additional projects to the hired party;
(7) the extent of the hired party’s discretion over when and how
long to work; (8) the nethod of paynent; (9) the hired party’s
role in hiring and payi ng assistants; (10) whether the work is
part of the regular business of the hiring party; (11) whether
the hiring party is in business; (12) the provision of enployee
benefits; and (13) the tax treatnment of the hired party. Id. at
751-52, 109 S. . at 2178-79. No one factor is determ native.
ld. at 752, 109 S. . at 2179.

0 1d. at 751-52, 109 S. Ct. at 2178-79.
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i mges, the evidence shows that KiIl had ultimate control over

the creation of the videotape. KIII sent a seven-nenber crew to
filmthe event. It provided four caneras all linked to a “Live
Eye” truck where Sanchez worked during the concert. Sanchez, an

experienced director, decided which of the four inages stream ng
into the truck sinmultaneously would be used. Sanchez

communi cated with the KIIl caneranen by m crophone and directed
themto focus on certain inages or to set up certain canera
angl es or shots throughout the concert. He testified that while
Quintanilla made suggesti ons about canera placenent, the final
decision was his. Qintanilla had no authority over the editing
of the tapes done after the concert. Quintanilla conceded that
“l don’t know anythi ng about that [canera] equipnent,” and that,
wth reference to the canera truck, “lI don’t know anythi ng about
how t hose things work.”

In short, Quintanilla had control over the concert, but did
not control the manner in which KIIl taped the event. He may
have made useful suggestions to the canmera crew, about such
things as when the lighting was about to change, but Sanchez had
ultimate authority to tell the canmera crew what to do. KIIl had
sole discretion to decide which of four simultaneous canmera shots
to record, and how the tape would be edited. On simlar facts,
we held that a television station had not created a work for hire
in Easter Seal Soc. for Crippled Children and Adul ts of

Loui siana, Inc. v. Playboy Enterprises. |In Easter Seal

11815 F.2d 323 (5th Gr. 1987).
7



entertai ner Ronnie Kole, acting on behalf of the Easter Seal
Society, contracted with television station WES to vi deotape a
st aged parade and nusical jam session. WES recorded the |ive
performances on videotape, and its unit director Beyer controlled
t he vi deotaping by supervising all unit enpl oyees, “naking the
final aesthetic and technical decisions about the depl oynent of
si x video caneras and sound equi pnent.”' Although Kole told
Beyer in advance about mnusical arrangenents “so that Beyer
could position his canmera operators and tape appropriate shots of
each band nenber,” and nade suggestions about certain canera
angles,®® we held that the Society's copyright claimfailed
because WYES was an i ndependent contractor under the Copyright
Act . 14

Considering all the factors di scussed above, we agree with
the district court that KilIl established as a matter of |aw that
the personnel it supplied to videotape the concert were not
enpl oyees of Quintanill a.

B. Joi nt Omership

Appel l ants conplain that the district court erred in
rejecting their argunment that their conplaint alleged a claim

under a theory of joint copyright ownership, and erred in denying

2 1d. at 324.

13 ] d.

14 1d. at 336. Qur interpretation of the work for hire
doctrine under the Copyright Act was essentially adopted by the
Suprene Court in Reid. See Easter Seal, 815 F.2d at 334- 36;
Reid, 490 U.S. at 739, 750-52, 109 S. C. at 2172, 2178-79.

8



Quintanilla s notion for |eave to anend to assert a joint
ownership claim?

Under the Copyright Act, a “joint work” is “a work prepared
by two or nore authors with the intention that their
contributions be nerged into inseparable or interdependent parts
of a unitary whole.”1®

We agree with the district court that appellants did not
pl ead a federal cause of action based on a theory of joint
copyright ownership. “It is widely recognized that ‘[a] co-
owner of a copyright nust account to other co-owners for any
profits he earns fromthe licensing or use of the copyright

718 While Quintanilla and the Songwiters pl eaded

copyright infringenent, the duty to account does not derive
fromthe copyright law s proscription of infringenent. Rather,

it comes from*. . . general principles of |aw governing the

% O the plaintiffs, Quintanilla al one sought |eave to
anend to add a joint ownership claim

17 U.S.C. § 101.

7 To the extent that appellants claima joint ownership
cause of action under state |aw (such as a breach of contract
claimor claimfor an accounting under a theory of unjust
enrichnent), they do not appeal the district court’s decision to
dismss all the state |aw clains under 28 U S.C. § 1367(c),
providing that the district court “may decline to exercise
suppl enental jurisdiction over aclaim. . . if . . . the
district court has dismssed all clainms over which it has
original jurisdiction.”

8 Goodman v. Lee, 78 F.3d 1007, 1012 (5th G r. 1996)
(quoting ddo v. Ries, 743 F.2d 630, 633 (9th Cr. 1984)).
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rights of co-owners.’”® “A co-owner of a copyright cannot be
liable to another co-owner for infringenent of the copyright.”?2
Further, the conplaint throughout argued that plaintiffs’
copyright interests were exclusive, inconsistent wwth a theory of
j oi nt owner shi p.

We al so hold that the district court did not abuse its
discretion in denying Quintanilla | eave to anend to add a j oi nt
ownership claim This suit was filed in February of 1997. At a
May 8, 1997 pretrial hearing, counsel for appellants was
equi vocal as to whether he was asserting a claimof joint
ownership. Later, the court again asked counsel what his cause
of action was, to which counsel stated that it was based on sole
ownership of the copyright by Quintanilla. Counsel also stated
that he did not want to add any new causes of action, although
the court repeatedly stated its view that the conplaint did not
assert a claimbased on joint ownership. KIIl filed its sunmary
judgnent notion on May 28, after fairly extensive discovery that
i ncluded the depositions of Quintanilla, Sanchez, and KIll’s
general manager. On June 20, plaintiffs sought | eave to anend to
add a joint ownership claimas to Quintanilla, which the court
denied. At a July hearing on the summary judgnent notion, the
court noted that the conplaint had not pleaded a joint ownership

cause of action, and that at the |ast hearing counsel for

19 Goodman, 78 F.3d at 1012 (quoting Oddo, 743 F.2d at
633)).

20 Oddo, 743 F.2d at 632-33.
10



plaintiffs had stated that he did not want to add any new causes
of action. Counsel for KIlIl argued that the summary judgnent
noti on was prepared based on the pleadings on file.

“Whet her | eave to anend should be granted is entrusted to
t he sound discretion of the district court, and that court’s
ruling is reversible only for an abuse of discretion.”? I n
ruling on a notion for |eave to anend, the court may consider
whet her granting | eave to anend woul d i npose undue prejudice on
t he opposing party, 22 and whether the noving party failed to take
advantage of earlier opportunities to anend.?® G ven the
ci rcunst ances descri bed above, we cannot say that the district

court abused its discretion in denying | eave to anmend. #

2 Wmmv. Jack Eckerd Corp., 3 F.3d 137, 139 (5th Cr
1993).

22 L ouisiana v. Litton Mortgage Co., 50 F.3d 1298, 1303 (5th
CGr. 1995).

2 Topalian v. Ehrman, 954 F.2d 1125, 1139 (5th G r. 1992).

24 The judgnent in the present case decides only
Quintanilla s claimto sole ownership of the copyright. It does
not decide his claimto joint ownership, which may be litigated
in another case. The district court stated in its order granting
summary judgnent that KlIll has sole copyright ownership. That
hol ding is unnecessary to the order, and it was unwarranted by
this record. |In Easter Seal, we recognized that both the
tel evision station and the party who gave the nusical performance
m ght be joint owners of the copyright to the videotape. 815
F.2d at 337. The efforts of Quintanilla in staging and directing
the concert, or the efforts of the band nenbers in performng the
concert, mght entitle himto joint authorship status.

Certainly, the performance by the band mght itself be a work of
aut horship that would render the videotape a work of joint

aut horshi p, since copyright protection extends to “original works
of authorship fixed in any tangi ble nmedium” and wor ks of

aut horshi p include “nusical works,” “choreographic works,”
“audi ovi sual works” and “sound recordings.” 17 U. S.C. § 102(a).
KIll does not dispute that Quintanilla was the owner and nmanager

11



C. Transfer of Copyright

Quintanilla argues that KIll’s copyright interest in the
vi deot ape was transferred to him W agree with the district
court that Quintanilla never pleaded such a theory. Further, a
transfer of copyright ownership “is not valid unless an
i nstrunment of conveyance, or a note or nenorandum of the
transfer, is in witing and signed by the owner of the rights
conveyed or such owner’s duly authorized agent.”? Quintanilla
produced no witing nmentioning KIll’s copyright interests in the
vi deot ape or purporting to convey such interests to Quintanill a.
Even as to their oral understandings, Quintanilla and Sanchez
both testified that there was no di scussion of who would own the

copyright to the videotape.

of the band. Conceivably, the band nenbers were his enpl oyees
under the work for hire doctrine, or |licensed or assigned their
copyright interests in their performance at the concert to him
Further, Quintanilla s own efforts in arranging the |ighting,
deci di ng whi ch songs woul d be perforned and in which order,
deciding the forum providing input on canera positions and
shots, directing the band to replay certain songs, and perhaps
other efforts m ght have involved sufficient creative input to
entitle himto joint authorship status in his capacity as the
director of the concert. “To qualify for copyright protection, a
work must be original to the author. Oiginal, as the termis
used in copyright, neans only that the work was i ndependently
created by the author (as opposed to copied from other works),
and that it possesses at |east sone mninal degree of creativity.
To be sure, the requisite level of creativity is extrenely |ow,
even a slight amount wll suffice.” Feist Publications v. Rural
Tel. Serv. Co., 499 U. S. 340, 345, 111 S. C. 1282, 1287 (1991)
(citations omtted). On this record, we cannot say as a matter
of law that Quintanilla s contributions were so mnimal that he
is not entitled to joint authorship status. |f, as Easter Seal
recogni zes, the director of a notion picture is afforded joint
aut horship status, we see no reason that the director of a

musi cal performance m ght not also be entitled to such status.

5 17 U.S.C. § 204(a).
12



D. The Songwriters

The Songwriters argue that they asserted a copyri ght
i nfringenment claimindependent of the claimthat the videotape
was a work made for hire. Perhaps the conplaint asserted a claim
that KIlIl had exceeded its Iimted license to use a derivative
work of the Songwiters. The conplaint alleged that Quintanill a,
on his own behalf and on behalf of the Songwiters, negotiated an
agreenent whereby KIlIl would have a |limted nonexclusive |license
to play the videotape of the concert on the Dom ngo Show only,
and that KIll exceeded the scope of the license. Wile not using
the term“derivative work,” the conplaint alleged that the
concert videotape “was based entirely on pre-existing works,”

i ncluding the Songwiters’ conpositions, and that KIIl infringed
on the copyrights in their conpositions.

A derivative work “is a work based upon one or nore
preexisting works, such as a . . . nusical arrangenent . . . or
any other formin which a work may be recast, transforned, or
adapt ed. " 2¢ Even if the videotape qualifies as an i ndependent
wor k of authorship entitled to copyright protection, it m ght
al so be a derivative work based in part on the underlying
copyrighted songs perforned at the concert. By anal ogy,
““although a novelist, playwight, or songwiter may wite a work
wth the hope or expectation that it will be used in a notion
picture, this is clearly a case of separate or independent

aut horship rather than one where the basic intention behind the

%617 U.S.C. § 101.
13



witing of the work was for notion picture use. |In this case,
the notion picture is a derivative work wwthin the definition of
that term. . . .'"%

In contrast to co-owners of a joint work, who as expl ai ned
above cannot sue each other for copyright infringenent, the owner
of a copyright can sonetines sue a party licensed to create a
derivative work for copyright infringenent. |f a songwiter
grants a limted license restricting the use of a videotape of a
concert in which the songwiter’s copyrighted conposition is
performed, breach of the |icense agreenent m ght constitute
copyright infringenent,? particularly where, as alleged here,
the breach was material . ?°

However, to prevail on a copyright infringement claimthe
plaintiff nust prove that he owned a copyright and that the
def endant i nperm ssibly copied or otherw se infringed upon the
copyright.® Plaintiffs offered no summary judgnment proof that
the songwiters were the current owners of copyrights in the
songs that were perforned at the concert. Further, the Copyright

Act provides that “no action for infringenment of the copyright in

211 PAuL GOLDSTEIN, COPYRIGHT § 4.2.1 n. 18 (2d ed. 1996)
(quoting H.R Rer. No. 94-1476, at 120 (1976).

2% See 1, 3 MeLviLLE B. NFMER & DAviD Nl MER, NI MVER ON COPYRI GHT §
3.07[A] [1] (1997) (discussing Glliamv. Anmerican Broadcasting
Cos., 538 F.2d 14 (2d GCr. 1976)) and § 10. 15[ A]

29 GOLDSTEIN, supra n.27, at 8 4.6.1; 3 NCMER, supra n.28, at
§ 10. 15[ A

30 DSC Conmmuni cations Corp. v. DA Techs., Inc., 81 F.3d
597, 600 (5th Cir. 1996).

14



any work shall be instituted until registration of the copyright
cl ai m has been made in accordance with this title.”3 The
Songwiters offered no sunmary judgnent proof of copyright
registration in the underlying songs. The only copyright
registration in the record is Quintanilla s registration for the
copyright to the videotape.

AFFI RVED.

3117 U.S.C. § 411(a).
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