IN THE UNI TED STATES COURT OF APPEALS
FOR THE FI FTH Cl RCU T

No. 98-51200

SMALL BUSI NESS ASSI STANCE CORPORATI ON,

Pl ai ntiff-Counter Defendant-
Appel | ee- Cr oss- Appel | ant,

V.

CLEAR CHANNEL BROADCASTI NG, | NC.;
Bl LL STRUCK; JI M PAUL,

Def endant s- Count er C ai mant s-
Appel | ant s- Cr oss- Appel | ees,

JOHN CANDELARI A,
Def endant - Appel | ant - Cr oss- Appel | ee.

Appeal fromthe United States District Court
for the Western District of Texas, San Antonio

April 12, 2000

Bef ore REYNALDO G GARZA, H GG NBOTHAM and BENAVI DES, Circuit
Judges.

BENAVI DES, Circuit Judge:

Appel | ant s-cross-appel | ees C ear Channel Broadcasting, Inc.,
Bill Struck, JimPaul, and John Candelaria (collectively “d ear
Channel ”) appeal froma jury verdict in favor of appellee-cross-
appel l ant Smal | Busi ness Assi stance Corp. (“SBAC’) on its clains
of trademark infringenent under that Lanham Act and tortious
interference with prospective econom ¢ advantage. Upon
consideration of the parties’ briefs and argunent on appeal, as

well as a review of the record, we reverse the judgnent with



respect to both clainms and render judgnment on both clains in
favor of O ear Channel.

Cl ear Channel contends, and we agree, that the infringenent
claimnust fail because the allegedly infringing mark, “Summer
Jam” was generic. The testinony and record evidence lead to the
i nescapabl e conclusion that “Summer Jani is a generic termfor a
musi cal concert occurring during the summer nonths. Therefore,
“Summer Jant cannot infringe SBAC s mark, “Uncle Sam Jam” A
trademar k cannot be infringed by the generic termfor the product

it designates. See Anerican Cyanam d Corp. v. Connaught Lab.

Inc., 800 F.2d 306, 307 (2d Gr. 1986) (“A trademark hol der
cannot appropriate generic . . . ternms for its exclusive use, and
a trademark infringenent finding thus cannot be based on the use

of a generic . . . ternf.]”); Dranoff-Perlstein Assocs. v. Sklar,

967 F.2d 852, 861 (3d Cr. 1992) (sane). This is true even if
consuners are confused by a conpetitor’s use of a generic term

See Society of Fin. Examirs v. National Ass'n of Certified Fraud

Examirs, Inc., 41 F.3d 223, 225 (5th Gr. 1995) (“Even total

confusion, however, is irrelevant if ‘CFE constitutes a
‘generic’ mark.”). Accordingly, the |lower court’s determ nation
that “Sunmer Janf was not generic is unsupported by the record
and nust be reversed.

Because we conclude that SBAC s Lanham Act claimfails, we
need not address the issues of abandonnent, fraudul ent
registration, additional attorney’'s fees, or prejudgnent interest

on the trademark infringenent recovery anount. However, we nust



vacate both the $78,000 award for trademark infringenment and the
$27,650 award of attorneys’ fees under the Lanham Act.

Wth respect to the claimfor tortious interference with
prospective econom ¢ advantage, we reverse the award of al
damages as to all defendants in the case. W agree with d ear
Channel that no evidence supports the damages el enent of a
tortious interference claim?! At best, SBAC s proof on this
i ssue was specul ative. SBAC sinply was unable to denonstrate
that any of the egregi ous behaviors? alleged to be tortious
caused any econonm ¢ danage with respect to the 1996 Uncl e Sam

Freedom Festival .® Though SBAC suffered $23,000 in | osses on the

! Though this issue is not properly before us, as neither

party has raised it, we have reservations that tortious
interference with prospective econom ¢ advantage exists, as such,
under Texas law. The cl osest anal ogue appears to be tortious
interference with prospective business relations. The elenents
of that tort require: (1) a reasonable probability or expectation
of entering into a contractual relationship; (2) intentional and
mal i ci ous conduct by the defendant that prevents consummati on of
the contract; (3) no justification or privilege shields the

def endant; and (4) actual harm or damages caused by defendant’s
conduct. See AT&T Corp. v. Southwestern Bell Tel. Co., 2000 W
14711 (Tex. App.-Dallas), at *3 (unpublished).
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Specifically, SBAC alleged that John Candel aria, a disc

j ockey at Power 102, a hip hop station owned by C ear Channel,
call ed Def Jamrecords and threatened to bl ackball all Def Jam
artists if Montel Jordan, SBAC s headliner, played at the 1996
Uncl e Sam Freedom Festival. Mreover, SBAC averred that John
Candel ari a announced on the air that Montel Jordan would not be
perform ng, and that SBAC had canceled the 1996 Uncle Sam Freedom
Festival because of rain. Finally, SBAC presented evidence that
Cl ear Channel parked its own van outside the 1996 Uncle Sam
Freedom Festival grounds and distributed free t-shirts and ot her
paraphernalia bearing the Power 102 | ogo.

® SBAC conceded at oral argunent that it presented no evidence
that any artist refused to performat the 1996 Uncl e Sam Freedom
Festival because of John Candelaria’ s alleged threats, that it
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1996 Uncl e Sam Freedom Festival, the record does not support
attributing that loss to Cear Channel’s actions.* W therefore
reverse the tortious interference damages award i n the anmount of
$1, 045, 800 agai nst C ear Channel, the $199, 700 award agai nst John
Candel aria, the $274,700 award against Bill Struck, and the

$25, 900 award agai nst Ji m Paul .

failed to produce evidence of even a single person who forwent
attendance at the 1996 Uncle Sam Freedom Festival because he
t hought it had been canceled, and that it |ikew se proffered no
evi dence that the Power 102 van outside the Uncle Sam Freedom
Festival grounds deterred even a single patron fromentering the
concert.

“* SBAC relies on the testinony of its expert which projected
t he supposed | osses suffered by SBAC over 5, 15, and 30 years.
Though SBAC repeatedly characterized this testinony as being
based on “objective evidence,” the expert testinony in fact
provi des no basis of an award for damages w t hout engaging in,
not nerely specul ation, but unfounded specul ation. Quite sinply,
with the 1996 Uncl e Sam Freedom Festival, SBAC | aunched a new
concert format, featuring a new kind of music and sponsored by a
new radi o station, and it had absolutely no baseline from which

to nmeasure its profits. “Profits which are |argely specul ati ve,
as from. . . pronotion of untested products or entry into
unknown or unvi able markets . . . cannot be recovered.” Texas

Instrunents, Inc. v. Teletron Energy Managenent, Inc., 877 S.W2d
276, 279 (Tex. 1994); see also Harper Bldg. Sys., Inc. v. Upjohn
Co., 564 S.W2d 123, 126 (Tex. App.-Beaunont 1978, no wit) (“In
t he cases denying recovery where the business is new or
unest abl i shed, the reasons for such denial are that before the
establ i shnent of the business profits could not have been nade
and could not be used in reasonably anticipating profits to be
made in the future[.]”).

Even were we not to consider the 1996 Uncle Sam Freedom
Festival to be a start-up venture, SBAC s evidence of | ost
profits would still be too speculative to support recovery.

Since SBAC | ost $23,000 on its 1996 concert, none of which |osses
was attributable to Cear Channel’s conduct-all of which was
commtted prior to and related to the 1996 Uncl e Sam Freedom
Festival —the projection of |ost profits for the years after 1996
constitutes specul ative evidence, not just as to SBAC s projected
profits, but also that such | osses of profits were attri butable
to C ear Channel’s behavior.




Because of our reversal of the tortious interference claim
we need not address the issues of the punitive damages cap, the
prejudgnent interest for the tortious interference award, and the
personal liability of Bill Struck, Jim Paul, and John Candel ari a.

We concl ude that the judgnent of the |ower court nust be

reversed, and we dismss all clains against C ear Channel.

REVERSED and RENDERED



