UNI TED STATES COURT OF APPEALS
FOR THE FI FTH Cl RCU T

No. 99-20754

WESTCHESTER MEDI A; NAVASOTA HOLDI NG CO., L.L.C
Pl ai nti ffs/ Count er-Def endant s/ Appel | ant s,
V.

PRL USA HOLDI NGS, | NC.; PCLO RALPH LAUREN CORPCRATI ON d/ b/ a
Del aware Pol o Ral ph Lauren Corporation

Def endant s/ Count er - C ai mant s/ Appel | ees.

Appeal fromthe United States District Court for the
Sout hern District of Texas, Houston D vision

June 27, 2000
Before JONES, DeMOSS, and DENNI'S, Crcuit Judges.
EDITH H JONES, G rcuit Judge:

Appel l ants Westchester Media and Navasota Hol di ng Co.
(“Westchester”) appeal the judgnent finding that their use of the
mark “POLO to title a magazine infringed marks for products sold
by Polo Ral ph Lauren entities (“PRL”). Two features distinguish
this case fromrun of the mll trademark infringenment clainms. PRL
is attenpting to prevent Westchester fromtitling a nagazi ne even
though PRL itself sells no literary products. And West chester
acquired its “POLO mark from and, at least in part for the

continuation of, the official publication of the U S Polo



Association. This Court agrees with the nagi strate judge’s finding
of trademark infringenent but concludes that the court my have
erred in permanently enjoining Appellants from using the mark
“Polo” for their |ifestyle nmgazine. W remand for further
consideration of renedy, in particular for reconsideration of
di sclainmer relief.
| .
FACTUAL & PROCEDURAL HI STORY

PRL is a fashion and desi gn busi ness founded in 1967 by
Ral ph Lauren. Lauren has built PRL into a multi-billion dollar
conpany that sells wearing apparel, accessories, honme furnishings,
and fragrances. In the last four years alone, PRL sold
approximately four billion dollars whol esal e value of products
bearing various “Pol 0o” trademarks. PRL advertises extensively in
newspapers, trade publications, and magazi nes. Articles about
PRL’ s products and Ral ph Lauren hi nsel f have appeared i n nmagazi nes

as diverse as Tine, Financial Wrld, Town & Country, and Vanity

Fair.

PRL has regi stered a nunber of trademarks with the Patent
and Trademark O fice (“PTO) that include the word POLO. W wi |
refer to these trademarks collectively as the “Polo Trademarks.”
PRL does not possess a POLO trademark for use on a publication

Al the Polo Tradenarks remain in effect, and several have becone



i ncontestabl e under the Lanham Act. 15 U.S.C. § 1065. PRL
contends that as a result of its thirty years of continuous and
extensive use of the Polo Trademarks, these marks have becone
fanous, and the word POLO has cone to be closely identified with
bot h Ral ph Lauren and PRL

West chest er Medi a Conpany publ i shes magazi nes and, until
the sumrer of 1997, produced only specialty nmagazi nes such as
“Cowboys & Indians.” Westchester’s general partner is Navasota,
whose sol e shareholder is John B. Goodman. An avid polo player,
Goodman is captain of a top-ranked polo teamthat has represented
the United States in the international Wstchester Cup tournanent.
He has been a nenber of the United States Pol o Associ ati on (“USPA”)
since 1989 and serves on the boards of two USPA commttees. He is
al so on the board of directors of the Houston Pol o C ub, of which
he was president in 1994 and 1995.

In May 1997, Westchester Media and Navasota Hol ding
Conpany purchased the assets of POLO nagazine, including its
trademarks, fromFl eet Street Publishing Conpany and its owner, Am
Shinitzky. Those trademark regi strati ons were granted to Shi nitzky
and Fleet Street in 1992 and read as foll ows:

(1) Registration No. 1,691,432 for “POLO, a “nmagazi ne on

t he subject of equestrian sports and lifestyles”;



(2) Registration No. 1,677,088 for a “horse and rider
design” for “magazine publication services”, and the
desi gn which appears on the masthead of PCLO nmgazi ne;
and

(3) Registration No. 1,710,894 for “POLO Life”, a
“magazi ne dealing with equestrian sports and lifestyles.”

The history of Am Shinitzky's POLO Magazine is critical
to this dispute. Shinitzky, a polo enthusiast and USPA nenber,
founded POLO Magazi ne (the “Ad POLO Magazine”) in 1975. Until it
was sold in 1997, the dd POLO Magazine was a special interest
magazi ne that provided, inits owm words, “an insider’s viewof the
sport of polo and the international society and . . . traditions
that surround it.” In an August 1997 article on the history of the
add POLO Magazine, Shinitzky wote that the nagazine “hit its
stride with a fornulaic m xture of gane coverage, personality and
club profiles, rules, opinions, history and howto and horsemanship
articles.” The nmgazine’'s advertising base was equally equine-
focused, <consisting primarily of horse nedicines, equestrian
products, and polo equipnent. The USPA endorsed the Add POLO
Magazine as its “official publication,” and nost of the magazine’s
7,000 subscribers were nenbers of the USPA who received the

magazi ne as a benefit of nenbership.



Shinitzky' s direction of Add POLO Magazi ne was nmar ked by
a peaceful coexistence with PRL. Soon after the magazine’s
foundi ng, Shinitzky interviewed Ral ph Lauren for the magazine. 1In
the follow ng years, PRL frequently advertised in the nagazi ne, as
did several other |uxury goods manufacturers. At no point during
a d POLO Magazi ne’ s exi stence did PRL conpl ai n about the nagazine’s
use of the “Pol o” mark.

Begi nni ng i n 1989, Shinitzky started publishing issues of
the A d POLO Magazine wth expanded “lifestyle” content under the
title POLO Life. According to Wstchester, issues wth expanded
lifestyle content were published in 1989, 1990, 1992, 1993, 1994,
1995, and early 1997. Describing one of these issues in 1989, the
trade journal Ad Wek wote, “[Shinitzky' s magazine bears] a
striking resenblance to one of Lauren’s ads. It’s loaded with
pi ctures of upscale people having a good tinme at country cl ubs.
Shinitzky hopes to attract advertisers that want to reach just that
cromd.” PRL was aware of the Ad Wek article but continued to
advertise in the Add PO.LO Magazi ne.

Ad Wek was not the only entity to find simlarity
between the A d Pol o Magazi ne and PRL. According to Westchester,
potential advertisers in O d POLO Magazi ne frequently asked whet her

there was sone connection between A d POLO Magazi ne and PRL.



In 1992, Shinitzky obtained federal registration for POLO
covering a “magazine on the subject of equestrian sports and
lifestyles.” In support of its application to the PTO Fleet
Street submtted two 1989 issues of the A d POLO nagazi ne, one of
whi ch included a PRL advertisenent. PRL filed no opposition to the
title or description of the magazine. Shinitzky offered to sell
the magazine and its registration to PRL in 1994 but received no
response. In April 1998, the federal registration received by
Shi ni tzky becane incontestabl e.

In May 1997, Westchester purchased all assets of PCOLO
Magazi ne fromFl eet Street for approxi mately $400, 000. Despite the
add POLO Magazine's lackluster financial performance -- it | ost
$1,400 in 1996 -- Westchester explained the purchase price by
pointing to the goodwill and history behind Fleet Street’s POLO
mark and to the access the magazine provided to personalities in
the worl d of polo. Westchester repeatedly testified that it bought
the magazine intending to “re-launch” it in an effort to expand
readershi p and broaden pol o' s appeal. Despite Shinitzky' s attenpt
during the purchase negotiations to |link the magazine with “Ral ph
Lauren’ s spectacul ar achi evenent with the nanme Pol o,” Westchester
denied at trial any intent toinfringe PRL's trademarks or to trade

on PRL's reputation and goodw I |.



After purchasing the A d POLO Magazi ne, Westchester “re-
| aunched” the magazine in Qctober 1997 under the nanme of POLO (the
“New POLO Magazine”), while at the sane tinme publishing a separate
magazi ne cal l ed “Pol o Pl ayers Edition.” In contrast to Shinitzky's
magazi ne, the new POLO Magazine carried the tagline “Adventure -«
El egance ¢ Sport.” The re-launched magazine also changed its
target audience and distribution nethods. Westchester purchased
the custoner list from Neiman Marcus, one of PRL's | argest
retailers, and arranged for pronotional materials for the New POLO
Magazine to be mailed to these custoners. Westchester then sent a
free copy of the New POLO Magazine to alnost one mllion Neinman
Mar cus cust oners. In pronotional materials sent to prospective
advertisers, Westchester wote that the New POLO Magazi ne was “not
about the sport, but rather about an adventurous approach to |iving
life.” The pronotional materials also explained that the new
magazi ne woul d be di stributed not only to USPA nenbers but al so “on
newst ands, at hotels, resorts, and clubs.” Wstchester al so chose
fashion nodel Caudia Schiffer to appear on the cover of its
i naugural issue. The previous year, M. Schiffer had been PRL’'s
featured nodel in an extensive advertising canpaign

Wil e re-maki ng the i mage of POLO magazi ne, \Westchester
tried to maintain the old nagazine’s links with PRL. Shortly after

pur chasi ng POLO magazi ne, Westchester contacted PRL and secured a



nmeeting with Elizabeth Mrris, a PRL advertising executive. On
June 23, 1997, Westchester’s Reid Slaughter net with Mrris and
made an advertising sales pitch. This pitch included two “nock-up”
covers of the New POLO Magazi ne, neither of which was ever used for
t he New POLO Magazi ne. One cover depicted a horse, but Wstchester
did not put a horse on its cover until nore than a year after the
re-launch. Sl aughter testified that Morris reacted positively to
his presentation. PRL, however, asserts that Mrris nmade a clear
objection to the magazine's title.

After this neeting, Wstchester continued to |obby PRL
for advertising. In Septenber 1997, PRL’'s advertising agency
invited Westchester to “Magazine Wek,” an event that allowed
sel ect magazine “finalists” to pitch advertising deals to PRL.
This invitation was rescinded two days after it issued, and on
Septenber 23, 1997, PRL formally objected to the title of the New
POLO Magazi ne.

In response, Westchester filed this action, seeking a
declaration that its use of the title “POLO for its magazine on
“equestrian sports and lifestyles” does not infringe PRL's “Pol 0o”
mar K. PRL asserted counterclains for trademark infringenent,
dilution and unfair conpetition under the Lanham Act and Texas | aw,
and sought injunctive relief. The parties stipulated that all

matters would be tried to a magi strate judge.



The magistrate judge first entered a prelimnary
injunction and required Westchester to dissem nate a “disclainer
which states clearly that PO.LO Magazine has no affiliation,
sponsorshi p, or association with Ral ph Lauren, or any Polo Ral ph
Lauren entities.” Westchester was ordered to display the
disclainmer in a prom nent place on the magazine’'s cover, on its
mast head and on the nmgazine’s table of contents page. I n
addition, it was required to notify subscribers and advertisers
that its magazine is not affiliated wwth PRL, and to publish the
di sclainmer on all “pronotional materials.”

Follow ng trial, the magistrate judge issued a |engthy
decision finding that Westchester had violated the Lanham Act by
i nfringing upon PRL’s “Pol 0” trademark. |n consequence, she i ssued
a permanent injunction essentially requiring Westchester to cease
and desi st publishing New POLO Magazi ne under the title “POLO.
West chester appealed, and this Court stayed the pernmanent
injunction and reinstituted the disclainer procedure pending the

appeal .

1.
DI SCUSSI ON

West chest er appeal s the findi ng of trademark i nfri ngenent

and the denial of its defenses of |[|aches, acquiescence, and



trademark incontestability. In addition, Westchester chall enges
the magistrate judge's analysis of PRL’'s counterclai m under the
Federal Trademark Dilution Act (“FTDA"). Finally, Westchester
appeal s the permanent unqualified injunction forbidding its use of
“POLO to title its equestrian lifestyle nmagazine. W wil
consi der each issue in turn

A.  Trademark Infringenment

1. CGeneral Principles

To prevail on its trademark i nfringenment claim PRL nust
show t hat Westchester’s use of the “Pol 0” mark creates a |likelihood
of confusion in the mnds of potential consuners as to the “source,
affiliation, or sponsorship” of Westchester’s nagazine. See Elvis

Presley Enters., Inc. v. Capece, 141 F.3d 188, 193 (5th Cr. 1998);

Society of Fin. Examirs v. National Ass’'n of Certified Fraud

Examirs, Inc., 41 F. 3d 223, 227 (5th Cr. 1995); see also 15 U. S. C.

88 1114(1), 1125(a)(1)(A).! Likelihood of confusion is synonynous
wth a probability of confusion, which is nore than a nere

possibility of confusion. See Elvis Presley Enters., 141 F. 3d at

193.

1 PRL al so charged Westchester with unfair conpetition under Texas
common |law. TEX. Bus. & Com Cope § 16:29. Likelihood of confusion is also the
governing standard for PRL's unfair conpetition claim Blue Bell Bio-Medical v.
Cn-Bad, Inc., 864 F.2d 1253, 1261 (5th Cr. 1989). The analysis of PRL's
federal claimthus controls disposition of PRL's state |law claim

10



I n determ ni ng whether a |ikelihood of confusion exists,
courts consider the foll ow ng nonexhaustive |list of factors: (1)
the type of mark allegedly infringed, (2) the simlarity between
the two marks, (3) the simlarity of the products or services, (4)
the identity of the retail outlets and purchasers, (5) the identity
of the advertising nedia used, (6) the defendant’s intent, and (7)

any evi dence of actual confusion. See Pebble Beach Co. v. Tour 18

Ltd., 155 F.3d 526, 543 (5th Gr. 1998); Elvis Presley Enters., 141

F.3d at 194; Conan Properties, Inc. v. Conans Pizza, Inc., 752 F. 2d

145, 149 (5th G r. 1985). No single factor is dispositive, and a
finding of a likelihood of confusion does not require a positive
finding on a mgjority of these “digits of confusion.” See Conan

Properties, 752 F.2d at 150; Elvis Presley Enters., 141 F.3d at

194. The court is also free to consider other relevant factors in
determ ning whether a |ikelihood of confusion exists. See id. at
194.

In the wusual Lanham Act case, the presence of a
I'i kel i hood of confusion di sposes of the i ssue of infringenment. But
this case is not so sinple. PRL is not trying to enjoin a purely
comercial use of the “Polo” mark. Rather, it is trying to prevent
Westchester fromusing “Polo” as a title for a nmgazi ne. In so
doing, PRL’s infringenent claim inplicates the First Anmendnent

right to choose an appropriate title for literary works. See Sugar

11



Busters LLC v. Brennan, 177 F.3d 258, 269 n.7 (5th Gr.

1999) (noting a First Anendnent interest in choosing an appropriate

book title); Twin Peaks Productions, Inc. v. Publications Int’l,

Ltd., 996 F.2d 1366, 1379 (2d Gir. 1993)(sane).?2

This case thus involves the tension between the
protection afforded by the Lanham Act to trademark owners and the
protection afforded by the First Anendnent to expressive activity.

In Rogers v. Gimaldi, 875 F.2d 994 (2d G r. 1989), the Second

Circuit ruled that this tension could not be resolved by allow ng
the First Amendnent to insulate titles of artistic works from
Lanham Act clains. See Rogers, 875 F.2d at 998. But neither could
courts ignore First Amendnent concerns when enforcing the Lanham
Act . | d. Titles, according to the Rogers court, conbine both
artistic expression and commerci al pronotion, and t hey consequently
require nore First Anmendnent protection than the |abeling of
ordi nary commercial products. 1d. Finding that “overextension of
Lanham Act restrictions in the area of titles mght intrude on
First Amendment values”, id., the court concluded that it “nust

construe the Lanham Act narrowWy to avoid such a conflict.” 1Id.,

2 We reject PRL's argunment that book titles and namgazine titles are

di stingui shable for First Arendnent purposes. Wiile it is true that both Sugar
Busters and Twi n Peaks i nvol ved book titles, book titles belong to the category
of literary titles, a category which also includes nagazine titles. See 2 J.
THOwAS  MCCARTHY, MCCARTHY ON - TRADEMARKS AND UNFAIR CowPETITION § 10:1 (4th ed.
1998) [ her ei naft er McCaRTHY] (expl aining that the lawof literary titles enconpasses
nagazine titles).

12



citing Silverman v. CBS, 870 F.2d 40, 48 (2d G r. 1989); see also

diff'’s Notes, Inc. v. Bantam Doubl eday Dell Publ’'g G oup, Inc.,

886 F.2d 490, 494 (2d Cr. 1989).

Rel ying on Rogers, the Second G rcuit has adopted the
follow ng framework when a trademark i s used by another for avalid
literary or artistic purpose: Literary titles do not violate the
Lanham Act “‘unless the title has no artistic relevance to the
under |l yi ng work what soever, or, if it has sone artistic rel evance,

unless the title explicitly msleads as to the source or the

content of the work.” Twin Peaks Productions, 996 F.2d at 1379,

quoti ng Rogers, 875 F.2d at 999; see also No Fear, Inc. v. |Imagine

Films, Inc., 930 F. Supp. 1381, 1383 (D.C. Cal. 1995)(endorsing the

Rogers approach). To determ ne whether an artistically rel evant
title msleads as to the source or content of the work, the Second
Circuit applies the |likelihood of confusion test used in eval uating

standard trademark infringenent clains. See Twin Peaks

Productions, 996 F.2d at 1379. However, the 1|ikelihood of

confusion nust be “particularly conpelling” to outweigh the First
Amendnent interests at stake. |d. This Crcuit has adopted the
Second Circuit’s approach:
Any finding that defendants’ book title is likely to
cause confusion with plaintiff’s book title nust be
“particularly conpelling” to outweigh defendants’ First

Amendnent interest in choosing an appropriate book title
for their work.

13



Sugar Busters, 177 F.3d at 269 n.7, citing Tw n Peaks Productions,

996 F.2d at 1379.
The nmagistrate judge's finding of a |likelihood of
confusion is in this circuit a finding of fact reviewed for clear

error. See Elvis Presley Enters., 141 F.3d at 196. Under the

clear error standard, we will reverse the district court only if we
have a “definite and firm conviction that a m stake has been

commtted.” B.H Bunn Co. v. AAA Repl acenent Parts Co., 451 F.2d

1254, 1260 (5th Gr. 1971)(internal quotation marks omtted).

2. Analysis
West chester argues that the court inproperly applied the

“particularly conpelling” standard nmandated by Sugar Busters.

Further asserting that the standard could not in any event be
satisfied on this record, Wstchester challenges as clearly
erroneous the findings on several of the digits of confusion: that
West chest er intended to infringe upon PRL'S nark; t hat
West chester’s and PRL’ s products were sim | ar because nagazi nes are
wthin PRL’s “natural zone of expansion;” and that the 1997
relaunch of the New POLO Magazine resulted in increased actua
confusion. W consider each of these argunents in turn.

a. The Sugar Busters standard

West chester argues that the trial court, inproperly

appl yi ng t he Sugar Busters standard, based the finding of liability

14



on sinple likelihood of confusion rather than a “particularly
conpel ling” likelihood.® |In discussing First Amendnent interests,

however, the magistrate judge explicitly hel d:

Accepting, . . . without necessarily deciding, that Sugar
Busters has ‘raised the bar’, in this circuit, in a

trademark analysis, and requires that ‘particularly
conpel ling’ circunstances exi st before an i njunction can
issue in view of a first amendnent objection, the court
still finds such relief appropriate here.

Westchester Media Co., L.P. v. PRL USA Holdings, Inc., 1999 U.S.

Dist. LEXIS 12333, *177-78 (S.D. Tex. Aug. 4, 1999). The court then
recapitulated the findings which formed the basis for this
concl usi on. West chester would apparently require the court to
state in so many words that it found a particularly conpelling
I'i kel i hood of confusion. But its argunent is about the clarity
rather than the substance of the court’s opinion. The substance

foll owed Sugar Busters.

West chester next argues that even if the Sugar Busters

standard is applied, there is insufficient evidence of a
“particularly conpelling” l|ikelihood of confusion. In support of
this argunent, Westchester chal |l enges several of the findi ngs under

the digits of confusion analysis, hoping to deconstruct pieceneal

8 The magi strate judge did not decide the threshold matter whether

Westchester’s title bears sonme artistic relevance to the underlyi ng magazi ne.
There can be no question on this point, however. Though the New POLO Magazi ne
contains articles on fashion and travel, it also contains articles specifically
related to polo. In each issue, sections entitled “The Bl ue Book” and “Through
t he Monocl e” report on pol o tournanents, profile polo players and personalities,
and provide other polo-related information. Furthernore, the magazine is the
of ficial publication of the USPA

15



the ultimate finding of |I|ikelihood of confusion. Bef ore
consi dering Westchester’s contentions, it i s necessary to enphasi ze
that the “particularly conpelling” standard applies to the ultimte
issue, not to the strength of the evidence on each of the

subsidiary digits of confusion. Twn Peaks so depicted the

standard: “[T]he finding of Ilikelihood of confusion nust be
particularly conpelling . " Twin Peaks, 996 F.2d at 1379; see

al so Sugar Busters, 177 F.3d at 269 n.7.

b. West chester’'s intent

West chester denies that, as the nagistrate judge found,
it intentionally aligned itself with PRL to confuse the consum ng
public as to the source of the New POLO Magazi ne.

An innocent intent in adopting a mark does not i nmunize
an intent to confuse in the actual use of the nark. See Elvis

Presley Enters., 141 F. 3d at 203; see al so RESTATEMENT ( THI RD) OF UNFAIR

CowWETITION 8§ 22 cnt. ¢ (1995)[ herei nafter RESTATEMENT]. In light of
Goodman’s history with and conmtnent to the sport of polo, the
magi strate judge did not find that Goodnman purchased the *“Pol 0”
mark with intent to trade on PRL's reputation and goodw | |.

See Westchester Media Co., 1999 U.S. Dist. LEXIS 12333, *58. The

court did, however, find that Wstchester’s actual use of the
“Pol 0” mark evidenced an intent to trade on PRL’s reputation. The

magi strate judge exhaustively revi ewed evi dence -- nagazi ne covers,

16



editorial and advertising content, and custoner surveys -- show ng
that the New POLO Magazine primarily covers affluent lifestyles,
fashion, and travel rather than the sport of polo. The evidence
al so supports an inference that, in deciding to publish both Polo
Players Edition and the New PCOLO WMgazine, Wstchester was
attenpting to segregate lifestyle content from technical polo
content in an attenpt to trade on the lifestyle inmage already
projected by PRL’s “Pol 0” mark. Certainly, other explanations for
Westchester’s decision to publish two pol o-rel ated nmagazi nes are
possi bl e. But in the absence of strong reasons to prefer those
al ternative explanations -- none of which were found credible, see
id. at *60 -- we cannot say that the court’s characterization of
Westchester’s intent is clearly erroneous.

C. Simlarity of Products and Services

Ral ph Laur en publ i shes no magazi ne or periodical, but the
magi strate judge nonethel ess found this digit of confusionin PRL’s
favor because nmagazines are wthin PRL's *“natural zone of

expansi on.” See Westchester Media Co., 1999 U S Dist. LEXIS

12333, *46. Westchester challenges this finding. Simlarity is a
cl ose question, but we cannot say that the magi strate judge clearly
erred.

In general, “[t]he greater the simlarity between

products and services, the greater the |ikelihood of confusion.”

17



Exxon Corp. v. Texas Mtor Exch. of Houston, Inc., 628 F.2d 500,

505 (5th Gr. 1980). But direct conpetition between the parties’
products is not required in order to find a likelihood of

confusion. See Elvis Presley Enters., 141 F. 3d at 202; see also 4

McCARTHY 88 24:13-14. \Wen products or services are nonconpeti ng,
the confusion at issue is one of sponsorship, affiliation, or

connecti on. See Elvis Presley Enters., 141 F.3d at 202.

The danger of affiliation or sponsorship confusion
i ncreases when the junior user’s market is one into which the

seni or user would naturally expand. See RESTATEMENT § 21(e) & cmt

] . The actual intent of the senior user to expand is not
particularly probative for this purpose. See Elvis Presley
Enters., 141 F.3d at 202. | nst ead, consuner perception is the
controlling factor. “‘If consuners believe, even though falsely,

that the natural tendency of producers of the type of goods
mar keted by the prior user is to expand into the market for the
type of goods narketed by the subsequent user, confusion my be
likely.”” 1d., quoting RESTATEMENT § 21 cnt. j.

Fol |l ow ng the applicable | aw, the court exam ned whet her
t he consum ng public could believe there is an associ ati on between
PRL and the New POLO Magazi ne. PRL has a strong presence not only
in fashion marketing but across a spectrum of products. The New

POLO Magazine, with its enphasis on fashi on, el egance, and affl uent

18



lifestyles, appeals to the same markets in which PRL has a
wi despread identity.* Significantly, the nonconpeting products of
PRL and Westchester have been marketed to consuners in the sane
context (Neiman Marcus pronotions). These facts |led the court to
find that there was a Iikelihood that consunmers woul d believe that
PRL is associated with New POLO Magazi ne.

West chester dismsses the idea that nmgazines are a
natural zone of expansion for PRL by enphasizing that no fashion
desi gner has ever started a nmamgazine. But whether PRL could ever
successfully publish a nmagazine is not the issue here; consuner
perception is the issue. This finding is not the court’s nost
significant or unassailable one, but it is not clearly erroneous.

d. Evi dence of Actual Confusion

West chester argues clear error in the finding that the
1997 “relaunch” of New POLO Magazine resulted in an increase in
i ncremental confusion. |In so doing, it is essentially chall enging
the survey results submtted by PRL and upon which the magistrate

judge relied. See Westchester Media Co., 1999 U S. Dist. LEXIS

12333, *96.

4 It isirrelevant to the questions of simlarity or “natural zone of
expansi on” that PRL advertises in nagazines.

19



West chester attacks PRL’'s survey principally on grounds
that it used a faulty control.® According to Wstchester, PRL's
survey was fl awed because it did not distinguish between acti onabl e
confusion produced by the New POLO Mgazine and permssible
confusion attributable to the A d POLO Mgazi ne. West chest er
argues that the survey should have used the O d POLO Magazi ne as a
control rather than Polo Players Edition. This would have
effectively isolated the variable at issue here, which is the
change in the | ook of the relaunched nmagazi ne, not the nanme. By
using Polo Players Edition as a control, another variable was
admtted -- the nane of the magazine -- which neant that the one
vari abl e at issue, the magazine’ s new | ook, could not be isol ated,
and the i ncrenental confusion attributable solely to the nagazine’s
new | ook could not be determ ned. In other words, sonme of the
i ncrenental confusion could have been attributed to the different
nanmes, Polo Players Edition and POLO

West chester’s argunent nekes sense, but it is not so
conpelling as to produce clear error in the court’s reliance on
PRL’s survey for evidence of increnental confusion. This is
because the magi strate judge found that Polo Players Editionis the
continuation of Ad POLO Magazine. It would have been preferable

for the PRL survey to use the O d POLO Magazine as a control. But

5 For a detailed explanation of how PRL's survey worked, see
West chester Media Co., 1999 U. S. Dist. LEXIS 12333, *88-91.

20



Pol o Pl ayers Edition is not sodifferent fromthe A d PCLO Magazi ne
as to make it clearly erroneous to rely on PRL'S survey. In
addition, trademark law is concerned with the level of actua
confusion in the current marketpl ace. Consuners today are exposed
to Polo Players Edition, not the Ad POLO Magazi ne. These two
magazi nes now define the difference between permssible and
acti onabl e conf usi on.

d. Weighing the digits of confusion

Because we have found no clear error in the digits of
confusion challenged by Wstchester, and because the nmmgistrate
judge’s findings onthe remaining digits were unchal | enged, we nust
conclude that a |ikelihood of confusion exists between New POLO
Magazi ne and the PRL marks.®

As has been discussed, Wstchester’'s First Anmendnent
interest in choosing a title for 1its nmagazine requires a

particularly conpelling |ikelihood of confusion. Sugar Busters,

177 F.3d 269 n.7. This finding, too, is supported by the record.
West chester’s New POLO Magazi ne and PRL’s products target the sane
consuners and on occasion use the sane retail outlets. The New

POLO Magazi ne’ s enphasi s on fashion, affluent |lifestyle, and travel

6 West chester | eft unchal l enged: the type of mark i nfringed (strong),

the simlarity between the two marks, the identity of the retail outlets and
purchasers, and the identity of the advertising nedia used. See Elvis Presley
Enters., 141 F.3d at 200 (accepting the district court’s findings on the digits
of confusion that were not chall enged by the parties).
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can plausibly | ead consuners to believe that PRL is associated with
the New POLO Magazi ne. Buttressing these core findings is the
evi dence of actual confusion, both anecdotal and survey-based, and
Westchester’s intent to trade on PRL’s goodw || and reputation.
Unl ess one of Westchester’s defenses prevails, the appellants have
i nfringed upon PRL's narks.
B. Defenses

West chester’ s defenses are based on | aches, acqui escence
and the incontestability of its tradenmarKk.
1. Laches

“Laches is commonly defined as an i nexcusabl e del ay t hat

results in prejudice to the defendant.” Conan Properties, 752 F. 2d

at 153. Laches conprises three elenents: (1) delay in asserting
one’s trademark rights, (2) l|ack of excuse for the delay, and (3)
undue prejudice to the alleged infringer caused by the delay.

Elvis Presley Enters., 141 F. 3d at 205.

The trial court ruled that Westchester established none
of these elenents. There was no delay because the New POLO
Magazine “is an entirely new product and different fromthe Ad
POLO Magazine in nost aspects,” a finding we have upheld. See

Westchester Media Co., 1999 U S. Dist. LEXIS 12333, *196. PRL's

long famliarity with the Ad POLO Magazine -- in 1975, Ralph

Lauren granted Am Shinitzky an exclusive interview for Ad POLO
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Magazine -- was therefore inmaterial to its objections to the New
POLO Magazi ne. The court found that PRL registered its witten
objections with Westchester at the latest in its cease and desi st
letter of Septenber 26, 1997, not an unreasonabl e anmount of tine
from the June neeting between Westchester’s then-publisher Reid
Sl aughter and PRL's Liz Mirris. See id. at *195.

West chester chal |l enges the | aches findings by repeatedly
pointing to its trademark registration for an “equestrian sports
and lifestyles” magazine, in effect since 1975, and noting that
both the old and the new POLO magazines fit this description. It
follows, according to Westchester, that if PRL ever had a claim
agai nst a nagazine titled “Polo”, it ripened in 1975 or at the tine
of Ral ph Lauren’s interviewin the Ad POLO Magazine, or no |ater
than 1989 when Shinitzky launched the first of his issues wth
expanded lifestyle content. While it may be true that both the old
and new POLO nagazi nes concern “equestrian sports and |ifestyles”,
Westchester’s argunent fails to crack the essential barrier to
relief -- the court’s finding that New POLO Magazine is not a
continuation of Ad POLO Magazine but is in fact a different

entity.’

! The magistrate judge also did not clearly err in dismssing

West chester’s argunment of undue prejudice -- in the amount of $1.3 million -- by
PRL's delay in objecting to the New PCOLO Magazine. PRL cannot be held
responsi bl e for Westchester’s investnment prior toits | earning about the planned
| aunch of the New POLO Magazi ne; any investnment nade by Wstchester after PRL
objected to Westchester’s use of its trademark was nade at Westchester’s risk
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2. Acqui escence

West chester contends that PRL's failure to object to its
relaunch efforts at the June 1997 neeting between Sl aughter and
PRL’s Mrris constituted an inplicit assurance that induced

reliance. Conan Properties, 752 F.2d at 153. The argunent is

unpersuasive, inasnuch as Westchester has not successfully
chal l enged the trial court’s finding that Westchester msled Morris
about the extent of the new venture. Under these circunstances,
PRL did not legally acquiesce in the use of the mark on New POLO
Magazi ne.

3. | ncontestability

West chester asserts that pursuant to 8 33(b) of the
Lanham Act, its incontestable registration for the mark “Pol 0” on
or in connection wth a “nmagazine on the subject of equestrian
sports and |ifestyles” conclusively proves its right to publish the
New PCLO Magazi ne. Westchester’s argunent presunes, however, that
the registration it purchased covers New POLO Magazi ne.
Section 33(b) provides that anincontestabl e registration
i s concl usive evidence of:
the exclusive right to use the mark on or in connection
wth the goods or services specified in the affidavit
filed under the provisions of section 15.

15 U.S.C 8§ 1115(b). A mark becones incontestable through five

years’ continuous use follow ng federal registration and conpli ance

See Conan Properties, 752 F.2d at 151-52.
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with statutory formalities. 15 U S.C. § 1065. An incontestable
mark is subject to challenge only under limted circunstances
including the prior use defense of § 1065.8 The parties argue at
| ength over the relatively novel issue of the scope of PRL's rights
as a prior wuser.® It is unnecessary to address that issue,
however, because Westchester’s i ncontestability argunent first runs
afoul of the finding that A d POLO and New POLO nmgazines are
di fferent products. Hence, New POLO had not been published for the
statutory mnimumfive years when PRL chal | enged appel | ants’ use of
t he mark.

West chester contends that New POLO, like its predecessor,
is a “magazi ne on the subject of equestrian sports and |ifestyles”.
As both magazines fit this literal description of the mark under
whi ch they were registered, the mark i s incontestable for “goods

specifiedinthe affidavit filed under . . . section 15.” Such
aliteral application of § 1115 has sone appeal, but it ignores the

district court’s finding that the two nmagazi nes are not the sane

8 15 U . S.C. § 1115(b) lists eight defenses to an incontestable mark
none of which applies here, and MCaARTHY identifies a few others. 5 MCARTHY §
32: 147.

9 Section 15 of the Lanham Act, 15 U S.C. § 1065, specifies the prior
use defense, as it provides in pertinent part that a mark registered and
supported by the proper affidavits is incontestable

except to the extent, if any, to which the use of a mark registered
on the principal register infringes a valid right acquired under the
law of any State or Territory by use of a mark or trade nane
continuing froma date prior to the date of the publication under
this chapter of such registered mark
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product. A federal registration does not create the trademark; the

trademark i s acquired by use. See 3 MCarTHY 8§ 19: 3; Vol kswagenwer k

Akt i engesel |l schaft v. Weeler, 814 F.2d 812, 819 (1st Cr. 1987).

The incontestable “Polo” mark was used to title a nagazi ne about
the sport of polo, and cannot be transferred to a fundanentally
di fferent nmagazi ne. Thus, the incontestability of the mark as
applied to dd POLO Magazi ne does not shield New PCLO from att ack.
C. The Federal Trademark Dilution Act

PRL alleges dilution of its “Polo” mark under 15 U S. C
8§ 1125(c)(3), the Federal Trademark Dilution Act (“FTDA”), which
becane effective January 1996.1° The magi strate judge declined to
rule on this claim finding that the Fifth Grcuit had not yet
addressed the standards governing relief under the FTDA and noti ng
that PRL's requested relief was the sane as that ordered in the

infringenent action. See Westchester Media Co., 1999 U S. Dist.

LEXIS, 12333, *138. This court nust reach the claim however, as

it potentially affords a distinct basis of equitable relief.!

10 PRL also clainmed dilution under Texas state law. Tx. Bus. & Cov CopE

§ 16: 29. The magistrate ruled, however, that this claim was pre-enpted by
Westchester’s federal registration of the “Polo” mark. See Westchester Media
Co., 1999 U. S. Dist. LEXI S 12333, *128-29. Neither party challenges this ruling,

and we will leave it undisturbed.

1 Contrary to Westchester’s position, this case does not involve

i nperm ssible retroactive application of the FTDA. PRL’s dilution claimis based
on Westchester’s continuing use of the “Pol 0o” nark after enactnent of the FTDA
See Viacomlnc. v. IngramEnters., Inc., 141 F.3d 886, 889 (8th Cr. 1998).
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Under the FTDA, the owner of a “fanmpus mark” is protected
“agai nst anot her person’s commercial use . . .of a mark or trade
name, if such use begins after the mark has becone fanpbus and
causes dilution of the distinctive quality of the mark.” 15 U S. C
§ 1125(c)(1). The FTDA defines dilution as:
the lessening of the capacity of a fanmous mark to
identify and distinguish goods and services, regardl ess
of the presence or absence of (1) conpetition between the
owner of the fampbus mark and other parties, or (2)
I'i kel i hood of confusion, m stake or deception.
15 U S.C § 1127. Injunctive relief may be ordered for a
violation, but if a willful violation is proved, the renmedy may
include restitutionary, conpensatory, or specific relief in the
formof destruction of offending articles. 1d. 88 1125(c)(1)-(2),
1117(a), 1118.
To prevail onits dilution claim PRL nust prove that its
mar ks are fanous and di stinctive; that Westchester adopted its mark

after PRL’'s had becone fanobus and di stinctive; and that Westchester

caused dilution of PRL’s mark.'? See 15 U.S.C. 88 1125(c) (1), 1127;

12 There are two recogni zed fornms of dilution: blurring andtarnishnent.

See Ringling Bros.-Barnum & Bailey Conbined Shows, Inc. v. Uah Division of
Travel Devel opnent, 170 F.3d 449, 452 (4th CGr. 1999)(noting that the FTDA' s
| egi slative history indicates congressional understanding that dilution results
fromblurring or tarnishment). Blurring involves “‘the gradual whittling away
or dispersion of the identity and hol d upon public nmind of the mark or name by
its use upon nonconpeting goods.’” Elvis Presley Enters., Inc. v. Capece, 950
F. Supp. 783, 798 (S.D. Tex. 1996), quoting Frank |. Schecter, The Rational Basis
of Trademark Protection, 40 Harv. L. Rev. 813, 825 (1927). Tarnishnment results
when one party uses another’s mark i n a manner that tarni shes or appropriates the
goodwi I | and reputation associated with the mark. See MCARTHY 88 24:67-69. PRL
al | eges that New POLO Magazi ne both blurs and tarnishes its “Polo” mark
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Ringling Bros., 170 F.3d at 452. The parties do not contest the

first two of these requirenents. Rat her, they dispute whether
proof of dilution requires a show ng of actual or nerely threatened
econom ¢ harm Westchester, relying on a recent Fourth Crcuit
opi nion, argues that proof of dilution under the FTDA requires

proof of “actual, consummated harm” Ringling Bros., 170 F. 3d at

464.* PRL counters with a Second Circuit opinion holding that the

FTDA requires only proof of a likelihood of dilution. See Nabisco

Inc. v. PF Brands, Inc., 191 F.3d 208, 224-25 (2d Cir. 1999).%

As an issue of first inpression in this Crcuit,® we
endorse the Fourth Crcuit’s holding that the FTDA requires proof
of actual harm since this standard best accords with the plain
meani ng of the statute. There is a key difference between the
state antidilution statutes that fornmed the backdrop for passage of
the FTDA and the FTDA itself. Wereas state antidilution statutes

incorporate, often expressly, the *“likelihood of dilution”

13 several courts outside the Fourth Grcuit have foll owed the standard

of proof announced in Ringling Bros.. See Playboy Enters., Inc. v. Netscape
Comuni cations, 55 F. Supp. 2d 1070 (C.D. Cal. 1999); Anmerican Cyanam d Co. V.
Nutraceutical Corp., 54 F.Supp. 2d 379 (D.N. J. 1999).

14 At least one court outside the Second Gircuit has agreed with Nabisco.
See Eli Lilly and Co. v. Natural Answers, Inc., 86 F.Supp. 2d 834, 852 (S.D
I nd. 2000).

 Fifth Grcuit courts have encountered FTDA clains but have either
declined to rule on them see Sunbeam Products, Inc. v. West Bend Conpany, 123
F.3d 246, 261 n. 28 (5th Gr. 1997), or have avoi ded an anal ysis of the new Act,
see Elvis Presley Enters., 950 F.Supp. at 797 (using New York's antidilution
statute as a guide to interpreting the FTDA).
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standard, ®* the federal statute does not. See R ngling Bros., 170

F.3d at 461. Instead, it prohibits any commercial use of a fanous
mark that “causes dilution.” 15 U S . C § 1125(c)(1). Both the
present tense of the verb and the lack of any nodification of

“dilution” support an actual harm standard. '

Several persuasive contextual indicators were also
pointed out by the Fourth Crcuit. For instance, the conduct
proscribed under the FTDA is “another person’s . . . use,” 15

US C 8 1125(c)(1), not nerely threatened use of the mark. See

Ringling Bros., 170 F.3d at 461. In addition, “unlike the state

antidilution statutes which provide only injunctive relief,
reflecting their sole focus on the prevention of future harm the
federal Act provides that where wllful conduct is shown,
conpensatory and restitutionary relief my be awarded--for
necessarily consunmated economic harm 15 U.S.C. 88 1125(c)(2),

1117(a), 1118.” Id.

16 see, e.g., Tex.Bus. & Com CooE §16.29 (“A person may . . . enjoin an act
likely to. . . dilute the distinctive quality of amark . . . .”); NY. GN Bus
Law 8 360-1 (“Likelihood of . . . dilution of the distinctive quality of a nmark
shall be a ground for injunctive relief . . . ."); Ca.. Bus. & PRoF. CooE § 14330
(sane).

o Comrentators have noted this key difference between the federal
dilution act and its state counterparts. See, e.g., Robert N Klieger, Tradenark
Dilution: The Wiittling Away of the Rational Basis for Trademark Protection, 58
U Pitt. L. Rev. 789, 840 (1997)(“In place of the ‘likelihood of dilution

| anguage of the state antidilution statutes, the [federal Act] . . . creates an
actual dilution requirenent . . . .”); see also Ringling Bros., 170 F.3d at 461
n. 6.
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The Nabi sco opi ni on asserts that an actual harmstandard
all ows “excessive literalismto defeat the intent of the statute.”
See Nabi sco, 191 F.3d at 224. But in the absence of any authority
stating that Congress intended a “likelihood of dilution” standard
for the FTDA, we nmay not depart from the plain neaning of the
st at ut e.

The magi strate judge reviewed the current and projected
circulation for the New POLO Magazi ne, and found that PRL nade no

show ng of actual harm See Westchester Media Co., 1999 U. S. Dist.

LEXI'S, 12333, *142. Because we have concluded that the FTDA
requi res proof of actual dilution, this finding, which we cannot
say was clearly erroneous, doons PRL's dilution claim
L1l
REMEDI ES

The magi strate judge entered a broad i njunction ordering
West chester to cease publishing the New POLO Magazi ne under the
name POLO. On appeal, the parties have staked out dianetrically
opposed positions concerning the First Amendnent ram fications of
the injunction and the availability and advisability of a narrower
di scl ai mer renedy. Rat her than respond to these adversarially
charged argunents, however, this discussion will explain certain
m sconceptions that influenced the magi strate judge’s decision to

adopt broad rather than targeted injunctive relief. |In brief, the
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magi strate judge unduly discounted the First Amendnent interests
i npai red by the injunction and, despite an otherwi se heroic effort
in unraveling this case, failed to acconmpdate its distinctive
feat ures.

This court reviews injunctive relief in trademark cases
as in other cases under the abuse of discretion standard. See

Pebble Beach Co., 155 F.3d at 550. An abuse of discretion

automatically inheres in an injunctive decree if the trial court

m sinterpreted applicable |aw. See Peaches Entertai nnent Corp. V.

Entertai nnent Repertoire Assocs., Inc., 62 F.3d 690, 693 (5th Gr

1995). As with injunctive relief generally, an equitable renedy
for trademark infringenment should be no broader than necessary to

prevent the deception. See Soltex Polynmer Corp. v. Fortex

I ndustries, lInc., 832 F.2d 1325, 1329 (2d Cr. 1987); Better

Busi ness Bureau, Inc. v. Medical Directors, Inc., 681 F.2d 397, 405

(5th Gr. 1982).

The magistrate judge concluded that the rights of a
trademar k owner need not yield to First Anendnent concerns “where
a defendant has alternative avenues of conmmunication available.”

West chester Media Co., 1999 U.S. Dist. LEXIS 12333, *173, citing

Reddy Communications, Inc. v. Environnental Action Foundation,

Inc., 1977 U.S. Dist. LEXIS 12968, 199 U S.P.Q 630, 634 (D.D. C
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1977).® The alternative avenue is Westchester’'s publishing its
lifestyl e magazi ne under any title other than POLO Even if that
is all the injunction ordered, a point to be discussed |ater, the
magi strate judge too abruptly dism ssed First Amendnent concerns.
For one thing, several circuit courts have rejected the Reddy

Communi cati ons approach, hol ding instead that even where trademark

i nfringenment has been found, First Amendnent interests should

i nfl uence the choice of renedy. See L.L. Bean, Inc. v. Drake

Publishers, Inc., 811 F.2d 26 (1st G r. 1987); Consuners Union of

the United States, Inc. v. General Signal Corp., 724 F.2d 1044 (2d

Cr. 1983). And on its own ternms, the reasonable alternative
avenues approach bears a tenuous relation to conmunicative and
property interests enbodied in trademarks. See L.L. Bean, 811 F. 2d

at 29; see also Robert C Denicola, Trademarks as Speech:

Consitutional Inplications of the Enerqging Rationales for the

Protection of Trade Synbols, 1982 Ws. L. Rev. 158, 197 (1982).

More to the point, as this court has already been commtted to

exercising sensitivity for First Amendnent interests where

18 O her cases cited by the magistrate judge, Mitual of Omaha Ins. Co.
v. Novak, 836 F.2d 397, 402 (8th Cr. 1987) and Dal |l as Cowboys Cheerl eaders, |nc.
V. Scoreboard Posters, Inc., 600 F.2d 1184, 1188 (5th Cir. 1979), essentially
nake the sane argunent as the |anguage from Reddy Conmunciations -- that the
First Amendnment does not give “license” to infringe upon trademark rights.
Westchester Media Co., 1999 U S Dist. LEXIS 12333, *167, *172. Though
Scoreboard Posters involved copyright |aw (and arguably should not be cited in
a trademark opinion), both it and Novak rely on the same authority as Reddy
Communi cations and belong to the sane |line of cases, the so-called “adequate
alternative” cases. Thus, our rejection of reasoni ng behi nd Reddy Conmuni cati ons
is also a rejection of these other two cases.
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trademark violations are asserted, we are bound by our precedent

rather than by Reddy Communications. See Better Business Bureau,

681 F.2d at 404-05 (reviewing the scope of an injunction for
conpliance with the First Amendnent).

The magistrate judge also |abeled Wstchester’'s title
“commercial speech”, suggesting that it deserves |ess First

Amendnent protection for that reason. Wstchester Media Conpany,

1999 U. S. Dist. Lexis 12333, *170. As has been previously noted,
a magazine title is a hybrid between commercial and artistic
speech. See Rogers, 875 F.2d at 998. Here, the speech is
expressive to an appreciable degree, and it requires nore
protection than the | abeling of ordinary comercial products. |d.

Insofar as the purpose of a renedy for trademark
infringement is to elimnate the |ikelihood of confusion between
the holder of the mark and the interloper, the renmedy mght in a
particul ar case require suppression of otherw se constitutionally

protected speech. See, e.g., Dr. Suess Enters., L.P. v. Penquin

Books USA, Inc., 109 F.3d 1394 (9th Gr. 1997); Dallas Cowboy

Cheerl eaders, Inc. v. Pussycat Cnema, Ltd., 604 F.2d 200 (2d Cr

1979). Li ke fraudul ent speech, speech that m sleads or creates
confusion is not protected under the First Anendnent. See Better

Busi ness Bureau, 681 F.2d at 404. Were the allegedly infringing

speech is at |least partly literary or artistic, however, and not
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solely a conmmercial appropriation of another’s mark, the preferred
course is to accompdate trademark renedies with First Amendnent
interests. One obvious node of accommodation is a disclainer that
will officially dissociate the junior user of the mark from the
seni or user’s product. Disclainers have frequently been approved
by this court and others when trademark and First Anmendnent

interests intersect. See, e.g., Better Business Bureau, 681 F.2d

at 405; Consuners Union, 724 F.2d at 1053; Twi n Peaks Producti ons,

996 F.2d at 1379.7%° Even in this case, the court issued a
prelimnary injunction requiring Westchester to publish the New
POLO magazine with a disclainer of any relation to PRL.

When the court ultimately rejected a disclainer, it took
insufficient account of Westchester’s continuing First Amendnent
interests -- in both the use of the title and content of its
ongoi ng publication -- and failed to inplenent the general rule
t hat an equitabl e remedy shoul d be no broader than the scope of the
vi ol ati on.

Unli ke the magi strate judge, we are persuaded for several

reasons that a broad injunction nmay be unnecessary to renedy the

19 O her cases have di sal | oned a di scl ai mer renedy after a fact-specific

conclusion that it would be ineffective. See, e.g., Boston Professional Hockey
Association, Inc. v. Dallas Cap & EnblemMg, Inc., 510 F.2d 1004, 1013 (5th Cr.
1975). Neither these cases, nor others in which a disclainmer has been rejected
wi thout a discussion of First Arendnent interests, e.g., Playboy Enters., Inc.
V. Chuckl eberry Publishing, Inc., 687 F.2d 563, 571 (2d Cr. 1982), should be
understood to defeat the use of disclainers where they would be effective to
acconmodat e conflicting | egal principles.
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source confusion and will therefore remand for further factual
devel opnent.

First, in this wunusual case, it is undisputed that
West chester has the right to publish sone magazi ne under the title
POLO. The renedial injunction acknow edges this fact: it attenpts
to prohibit use of the title on New POLO nmagazi ne while all ow ng
Westchester to publish Polo Players Edition, the sport-centered
periodical, as POLO The injunction, although deceptively sinple
in concept, would in practice pose a continual threat of
substantive editing to the magazi ne, because the editorial I|ine
between the publications is not clear. add POLO magazine, the
forerunner of Polo Players Edition, contained |ifestyle adverti sing
by manufacturers |ike PRL. Further, it is perfectly consistent
with the theme of a polo sport-centered periodical to include such
articles as profiles of celebrity players and supporters of pol o or
features concerning venues where polo is played. And unl ess
West chester confined POLO (fornerly Polo Players Edition) to
distribution to the nenbers of the USPA, argunents could arise
whet her the appellant breached the scope of the injunction by
seeking a broader circulation and hence a w der audience for the
sport. The content-based inpact of this injunction could extend
beyond the title of Wstchester’s nmagazi ne, posing special First

Amendnent concerns.
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Second, and also unique to this case, is PRL’s claimto
police use of the “Polo” mark by the publisher of USPA's official
magazi ne. PRL products becane fanmous by basking in the reflected
gl ow of an el egant sport. PRL now asserts that it, not the sport,
is the source of the glow Wile PRL's primary claim is the
essence of the ordinary trademark case, we cannot be blind, when
bal ancing the equities, tothe fact that PRL is arrogating the very
name of a sport fromthe players’ publication. 1In a sense, PRL is
biting the hand that fed it.

Third, it is possible that a Ilimted injunction
containing disclainer relief could be an effective renedy. PRL,
despite strong incentive to do so, offered no evidence of actual
confusion after the prelimnary injunction ordered New POLO

published with disclainers. See Westchester Media Co., 1999 U. S.

Dist. LEXIS 12333, *224. The nmagi strate judge specul ated that the
absence of confusion was due to publicity surrounding this | anwsuit
rather than to the disclainers. Specul ati on has no evidentiary
wei ght, however. The magi strate judge also found that the survey
evidence submtted by Westchester proved that the disclainer was

ineffective in alleviating source confusion. See Wstchester Media

Co., 1999 U S. Dist. LEXIS 12333, *237-38. But the survey results
were not necessarily entitled to nore weight than the |ack of

actual confusion follow ng the dissem nation of disclainers. A
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| ack of actual confusion, though not determ native, is relevant to
the fashioning of relief. See 3 MCaARTHY § 23:18. In any event,
the effectiveness of a disclainmer renedy, being considered at the
end of along trial, was not thoroughly explored. On remand, the
parties can draw fromthe experience of New POLO s publicationwth
a disclainer pending this appeal.

Fourth, the markets for both PRL's products and
West chester’ s nagazi ne consi st of relatively sophisticated buyers.

See Soltex Polyner Corp., 832 F.2d at 1330 (the presence of

sophi sticated consuners weighs in favor of disclainer relief).
Such buyers are nore likely to notice, read, and understand the
inport of any witten disclainers attached to Wstchester’s

magazi ne. See Tines Mrror ©Magazines, Inc. v. Las Vegas Sports

News, 2000 W. 526779, *10 (3d Cir. Apr.28, 2000) (*“Unsophisti cated
buyers . . . are nore vulnerable to confusion, mstake, and
m sassoci ati ons agai nst which the trademark protects”).

In requiring disclainer relief to be reconsidered, we
reject the court’s additional reasons for rejecting that renedy.
The court held that Westchester waived any discl ai ner argunent by

its om ssion fromthe pretrial order.? Read in context, the record

20 Westchester Media Co., 1999 U.S. Dist. LEXIS 12333, *233-34 (“[A]
joint pretrial order signed by both parties . . . governs the issues in evidence
to be presented at trial. . . . [I]f aclaimor issueis onitted fromthe order,
it is waived,” citing Elvis Presley Enters., 141 F.3d at 206 (citations
omtted)).
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does not support waiver. After all, the court itself introduced
disclainmer relief into this case by ordering it in the prelimnary
injunction. The court also admtted evidence on the effectiveness
of a disclainer renmedy. More inportant, courts in trademark cases
have a responsibility to tailor the relief to the violation, a
responsibility that includes consideration of disclainers.
Appel l ate courts have a simlar responsibility and have revi ewed
the breadth of injunctive relief in the face of simlar waiver

argunents. See Allard Enterprises, Inc. v. Advanced Programm ng

Resources, Inc., 146 F. 3d 350, 360 (6th Cr. 1998); Sovereign O der

of Saint John of Jerusalem Inc. v. Gady, 119 F. 3d 1236, 1241 (6th

Cr. 1997).
The court also expressed skepticism that Wstchester,
after violating the prelimnary injunction order, could not be

trusted to adhere to a disclainer. See Westchester Media Co., 1999

U S Dist. LEXIS 12333, *234. Although Westchester’s track record
of conpliance was relevant to permanent disclainer relief, the
errors cited by the court were m nor. Wstchester was accused, not
of refusing to dissemnate the disclainer, but of making it
I nconspi cuous. See id. at *228-29. West chester’s al |l eged
nonconpl i ance was apparently not serious enough for PRL to conpl ain
about before trial -- except for a conplaint about the | anguage of

a disclainer |etter that Westchester pronptly changed. Westchester
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al so posted disclainer stickers on an i ssue of nmagazi nes publi shed
w t hout the necessary |anguage. It was not alleged that PRL was
hurt as a result of Wstchester’s behavior; on the contrary, the
court acknow edged that there were no reports of actual confusion
after the disclaimer was ordered. See id. at *224.%

Simlarly, the discovery abuses cited by the court are
i nadequate to bar disclainer relief. | f such abuses were not
serious enough to warrant the adverse inferences PRL asked for
during trial, see id. at *230-31, then they do not warrant an
over broad i njuncti on.

Finally, we reject the district <court’s repeated
i nvocations of the “safe distance” line of cases in order to

justify inposing a broad injunction.? |In Better Business Bureau,

this court faced facts anal ogous to those here and di sapproved of
the “safe distance” principle where First Arendnent interests are

at st ake. See Better Busi ness Bureau, 681 F.2d at 404-05.

21 This is not to say that if Westchester persistently failed to post

proper disclainers on the nmagazine, a narrow injunctive order would renain
appropri ate.

22 See Westchester Media Co., 1999 U.S. Dist. LEXI'S 12333, *236 (“In
deci ding whether to order an injunction, it is inportant to remenber that in
fashioning relief against [the infringing] party . . . , a court of equity is
free to proscribe activities that standing al one, woul d have been unassail abl e, ”
citing Pebbl e Beach Co., 155 F.3d at 550); see also id. at *241-42 (citing Conan
Properties, 752 F.2d at 153, for the sane proposition: that courts can issue
broad injunctions prohibiting infringing conduct as well as conduct that would
not usually justify relief).

39



Because the court thus erred in too readily dismssing
the possibility of a disclainmer or other limted injunctive relief,
we nust remand for further factual devel opnent and for
reconsi derati on whet her a di scl ai mer procedure better conports with
First Amendnent principles than an outright prohibition on
West chester’s use of “Pol 0” for New POLO Magazi ne. |n other words,

as this court concluded in Better Business Bureau, the appropriate

remedy may be “not | ess speech, but nore.”
| V.
For the foregoing reasons, the judgnent of the court is
AFFI RVED in PART on liability, but VACATED and REMANDED i n PART on
the question of the appropriate renedy.
Pending a final order on remand in the trial court, this
court’s injunction pending appeal, which continued the disclainer

order of the magistrate judge, will remain in effect.
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