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Bef ore KING Chief Judge, PARKER, Circuit Judge, and ELLI SON, "
District Judge.

PER CURI AM™:

Both sides in this conplicated trademark case suffered a
partially adverse judgnent from which they each appeal. W
reverse in part, vacate in part, and renand.

BACKGROUND

This matter arises fromconpeting clains to the donmai n nanme
testmasters.com Plaintiff is Test Masters Educational Services,
Inc.? The conpany is in the test preparation business; it hel ps
i ndi vidual s pass or achi eve higher scores on the SAT, GVAT, MCAT,
and ot her standardi zed tests, and professional |icensing exans,
i ke the Professional Engi neer Exam Haku Israni (“lIsrani”)
started the conpany in 1991 and offered his first test prep
course in March, 1992. In May 1994, Israni incorporated the
busi ness, making his son Vivek (“Roger”) Israni its sole owner
and president. TES has offered courses continuously since 1992.
Most are taught in Houston, where the conpany is headquartered,

but sonme have been taught in other cities around Texas. The

District Judge of the Southern District of Texas, sitting by
desi gnation

Pursuant to 5TH QR R 47.5, the Court has determ ned that
this opi nion should not be published and is not precedent except
under the limted circunstances set forth in 5THQR R 47.5. 4.

! The record shows that the conpany does busi ness under its
full name, but for the sake of sinplicity we will refer to it by
the acronymused by the parties in their briefs--“TES.”
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conpany has never taught any courses outside the state.

Def endant is Robin Singh. He does business under the nane
Test Masters,? and |like TES al so offers test prep services. His
business is linmted to the LSAT, however.® Singh operates out of
Beverly Hlls. He began business in 1991, and through 1996 only
of fered courses in California.* He applied for federal
regi stration of TestMasters on June 23, 1995. His application
was initially denied, the Patent and Trademark O fice (“PTO)
havi ng found that three marks substantially simlar to his had
al ready been registered. After determ ning that none of the
three marks were still in use, the PTO approved Singh’s
application in March, 1999 (No. 2,234,514).°

In Cctober 1995, several nonths after Singh applied for
federal registration, TES acquired rights to the domai n nane at
issue. At first, TES used the domain nane to operate a passive

web page--that is, one that only shows information posted by its

2 The words test and masters are run together w thout a space,
wth the T and Mcapitalized. Sonetinmes the nmark appears in al
capital s--“TESTMASTERS. ”

3 TES does not provide LSAT instruction.

4 In 1997, Singh offered an LSAT prep course in Colorado. In
2000, he began offering courses in a nunber of states, including
II'linois and New York and in the District of Colunbia.

5> The mark is registered for use in connection with
“educational services, nanely, providing courses of instruction
and materials to prepare students to take and achi eve hi gher
scores on standardi zed adm ssion tests for graduate and
pr of essi onal school s.”
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sponsor. The page listed the exans for which TES hel ped
i ndi vidual s prepare, gave the conpany’s Houston address and toll -
free phone nunber, and provided a link to the conpany’s emi
address, info@estnasters.com

In 1999, Singh decided to create his own web site, but soon
di scovered that TES already had the rights to testnmasters.com
On August 7, his attorney sent TES a demand letter, claimng that
its use of the domain nane infringed on Singh’'s trademark rights.
He promsed to file suit if TES did not relinquish the domain
name. TES instead itself filed suit on August 30. Inits
conpl aint, TES sought a declaration of non-infringenent and
asserted alternatively that Singh’s mark was invalid for being
descriptive without a secondary neaning and for Singh’s having
commtted fraud on the PTO On June 30, 2000, Singh initiated a
separate action against TES, alleging infringenent and unfair
conpetition under California law. TES answered and asserted an
addi tional defense--that it was an innocent prior user of its
Test Masters mark. The two suits were consolidated. Follow ng
di scovery, the district court granted sunmary judgnment on the
fraud claim concluding that Singh had no duty to update his
application with the PTO upon | earning of certain others’ use of
sim |l ar marks.

The remaining clains were tried to a jury begi nning February
5, 2001. After a five-day trial, the jury found that Singh' s
mar k was descriptive but that it had acquired a secondary
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meani ng; and that TES had infringed on Singh’s mark but that TES
was imune fromliability as an innocent prior user. The jury
al so found that TES had “engaged in unfair conpetition in the
State of California through the use of the domain nane
In all relevant respects, the district court denied the parties’
renewed notions for judgnent as a matter of law. It subsequently
ordered the director of the PTOto nodify Singh' s trademark
registration to confer in TES the exclusive right to use its mark
Wi thin Texas, in accordance with the jury’'s finding on the scope
of TES' s prior usage. The district court also ordered TES to
transfer its ownership of testmasters.comto Singh

Bot h si des appeal on nunerous grounds.

DI SCUSSI ON

Trademark | aw protects buyers and sellers agai nst confusion
in the marketplace. See RESTATEMENT ( THIRD) OF UNFAIR COWPETITION 8§ 9
cnt. ¢ (1995)(hereafter “ResTATEMENT”). When a mark identifies the
manuf acturer of the product on which it appears, buyers can “base
their purchasi ng deci sions on the reputation of the business
identified by the mark.” See id. A distinctive mark is one that
identifies the source of its user. See Sugar Busters, LLC v.
Brennan, 177 F.3d 258, 268 (5th Cr. 1999). The holder of a
distinctive mark can enjoin the use of simlar marks that are
likely to cause confusion. See 15 U.S.C. § 1114(1)(a). A

descriptive mark, on the other hand, denotes “a characteristic or

-5-



quality of an article or service, such as its col or, odor,
function, dinmensions, or ingredients.” Zatarains, Inc. v. Qak
G ove Snokehouse, Inc., 698 F.2d 786, 790 (5th Gr. 1983). It is
not inherently connected with a particular seller and therefore
buyers do not treat it as a proxy for anyone’ s products. Cf
RESTATEMENT 8§ 13. W thout an associ ati on between the mark and a
seller in the mnds of buyers, its use by multiple sellers wll
not cause confusion. See 2 J. THowas MCCARTHY, MCCARTHY ON TRADEMARKS
AND UNFAIR COVPETITION 8 15:11 (4th ed. 1992)(hereafter “MCARTHY").
A descriptive mark can acquire distinctiveness, however, if
it attains a secondary neaning. See RESTATEMENT 8§ 13(b). A
secondary neani ng ari ses “when, because of association with a
particul ar product or firmover a period of tine, the [mark] has
in the mnd of the public cone to stand as a nane or
identification for that product or firm” Continental Mtors
Corp. v. Continental Aviation Corp., 375 F.2d 857, 861 (5th Cr.
1967) . Wher e consuners have nmade such a connection, subsequent
use of simlar marks may result in confusion. See 2 MCARTHY
15:11. The question whether there “is a nental association in
buyer’s m nds between the alleged mark and a single source of the
product . . . is primarily an enpirical inquiry.” Sunbeam
Prods., Inc. v. West Bend Co., 123 F.3d 246, 253 (5th Cr.
1997) (i nternal quotations omtted). Thus, “survey evidence is

the nost direct and persuasive evidence of secondary neaning.”
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ld. at 253-54. Oher kinds of evidence tending to show secondary
meani ng i nclude “length and manner of the use of a mark, the
nature and extent of advertising and pronotion of the mark, and
the sales volune of the product, and instances of actual
confusion.” 1d. The holder of a descriptive mark has priority
over another’s use of a simlar mark only in the area in which
secondary neani ng has been established. See 2 MCaArRTHY § 16: 34.
The fact of registration is prima facie proof that a
registered mark is distinctive. See Vision Center v. Opticks,
Inc., 596 F.2d 111, 119 (5th Gir. 1979)(citing 15 U.S.C. §
1057(b)). This presunption can be overcone by show ng that the
mark is nmerely descriptive. See id. The burden then shifts to
the registrant to prove that the mark has acquired a secondary
meani ng. See 2 MCARTHY 11:43. The burden is “substantial,” Bank
of Texas v. Commerce Southwest, Inc., 741 F.2d 785, 787 (5th Cr

1984), requiring a “high degree of proof,” Sugar Busters, 177
F.3d at 269. The proponent of a descriptive mark is not required
to show that a majority of the buying public associates the mark
wWth its business, but it nmust at |east show that “a significant
quantity of the consum ng public understand a nane as referring
exclusively to the appropriate party . . . .” President &
Trustees of Col by College v. Col by College-N H , 508 F.2d 804,
807 (1st Cir. 1975); see ReSTATEMENT § 13 cnt. e. Failure to

establish secondary neaning is grounds for cancellation of a
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federal registration. See Zatarains, 698 F.2d at 792 (relying on
15 U.S.C. § 1119).

Si ngh does not contest the jury’'s finding that his mark is
descriptive. Accordingly, we nust only decide if the district
court erred in not granting judgnent as matter of |aw on the
guestion of secondary neaning. W reviewthe district court’s
deni al of judgnent a matter of |aw de novo, applying the sane
| egal standard as it did. See Cooper Indus., Inc. v. Tarnac
Roofing Sys., Inc., 276 F.3d 704, 707 (5th Gir. 2002). “If
during a trial by jury a party has been fully heard on an issue
and there is no legally sufficient evidentiary basis for a
reasonable jury to find for that party on that issue, the court
may determ ne the issue against that party and may grant a notion
for judgnent as a matter of law. . . .” Feb. R Qv. P
50(a)(1). To determ ne whether the evidence is legally
sufficient we view it against the non-novant’s substantive burden
of proof. See 9A CHARLES ALAN WRI GHT & ARTHUR R M LLER, FEDERAL PRACTI CE
AND PROCEDURE § 2524 (2d ed. 1994 & Supp. 2002).

Bef ore proceeding to analyze the record on the question of
secondary neaning, we first address and di spose of an argunent
advanced by TES in its briefs and during oral argunent. TES
notes that the proponent of a descriptive mark nmust show that its
mar k establi shed a secondary neani ng before others began using

it. See 2 McCaRTHY 8 16:34. TES argues that its use of Test
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Masters was first and that Singh cannot therefore establish
secondary neaning. This would ordinarily be true--assum ng for
the nmonment that TES s use was indeed first-in-tinme--if TES and
Singh were operating in the sane geographic area. See RESTATEMENT
8§ 13 cnt. e; 2 MCaARTHY 8 16:34. But they do not: TES and Singh
have their businesses far away from each other, and except for
TES s use of the disputed domain nane there is no claimby either
party that the other had a presence in its market area. Thus,
because TES never di d busi ness anywhere besi des Texas, TES s
having used its Test Masters mark first does not prevent Singh's
mark from establishing a secondary neaning in California. See
Hanover Star MIling Co. v. Metcalf, 240 U S. 403, 415

(1916) (“[Where two parties independently are enpl oying the sane
mar k upon goods of the sane class, but in separate markets wholly
renote the one fromthe other, the question of prior
appropriation is legally insignificant . . . .7).

At trial, Singh introduced four advertisenents that appeared
inthe Daily Bruin, the student newspaper of the University of
California at Los Angeles. The ads ran in 1994. Al conpare
Singh’s product to those of his conpetitors--nanely, Kaplan and
Princeton Review. One, for exanple, conpares the features of
each course (Singh’s and the others’), including nunber of

| ecture hours, instructor qualifications, class size, and cost.



Two contain testinonials fromsatisfied custoners.® Another ad
was apparently run in response to Kaplan's clains about Singh's
course. Singh testified that Kaplan as well as Princeton Review
have referred to his conpany “hundreds of tinmes” in their ads.

We conclude that these ads do little to prove that consuners
in southern California--which we assune is Singh’'s product area
for purposes of this opinion--have associated TestMasters with
Singh’ s business. The probative val ue of advertising depends on
the presence of data regarding its reach, frequency, and
duration. See 2 MCaRTHY 8 15:51. In this case, there is no
evidence regarding the Daily Bruin's area of distribution,
although it likely does not extend beyond the UCLA canpus and its
environs. Further, it appears that the four ads in question ran
wthin just a few nonths of each other in 1994--a fact that
hardly suggests a | asting canpai gn of product pronotion. As for
the testinonials, all told the ads contain only five. Cbviously,
testinonials that are fewin nunber or do not otherwise fairly
represent the public’'s sense regarding a descriptive mark have
little probative val ue regardi ng secondary neani ng. See
RESTATEMENT § 13 cnt. e. The record reveal s no other evidence of

advertising, nor has Singh directed our attention to any.

6 This one is typical: “I comuted from Santa Barbara to take
the TestMasters LSAT Course, and believe ne, it was worth it.
Nobody el se could have taken nme froma 157 (75th percentile) to a
166 (95th percentile).” TES has waived any challenge to the
adm ssibility of these statenents
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(I'ndeed, Singh’s brief on this issue contains no record citations
at all.) Regarding Kaplan’s and Princeton Review s adverti sing,
i nstances where third parties have used a descriptive mark to
refer to its holder may constitute evidence of secondary neani ng.
See Anerican Heritage Life Insur. Co. v. Heritage Life Ins. Co.,
494 F.2d 3, 13 (5th Cr. 1974). There is no direct evidence of
any such references in this case, however. And as wth Singh’s
own ads, the record is silent regardi ng how preval ent they were.
On the other hand, there is evidence that sonme woul d- be
custoners contacted TES but neant to contact Singh' s business
instead. Such evidence tends to show that the public has
connected the TestMasters mark with Singh’s business. See 2
McCARTHY 8§ 15:11 (“[I]f buyers are confused, then this al so neans
that they nmust have recogni zed plaintiff’s word as a trademark
and associated it only with plaintiff.”). The evidence is in the
formof forty or so email nessages fromindividuals interested in
taking an LSAT prep course. The first nessages are dated May and
June, 2000. Most are fromindividuals witing fromCalifornia.
In sone nessages, it is clear that the witers specifically
intended to contact Singh’s business, as opposed to nerely

inquiring whether TES itself offered LSAT preparation.’ But the

! For exanple, one reads: “l plan to take the June 2001 LSAT
exam A co-worker of mne recommended that | contact you. She
t ook your LSAT prep course and will be attending the University
of Mchigan in the Fall! | amvery interested in your services
and would like to receive sone information.” Another reads: “I
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majority of email nessages are nore anbiguous. Typical is this
one: “l was interested in finding out sone information about your
| sat course.” Such nessages--there are about twenty or so |like
it--indicate that the witer understands that the addressee in
fact offers an LSAT prep course (“your LSAT course”). O course
the addressee in this case--TES--does not, which may suggest the
witers intended to contact Singh's business in the first place.
A third class of nessages shows no evidence of confusion at all.
These nessages sinply request information about LSAT prep
courses, but in no way denonstrate extant know edge about the
addressee’s business. One for exanple says: “I was wondering if
you offered courses for LSAT prep?” 1In response to all of these
messages, TES, through its attorney, wote that it does not offer
LSAT courses, and sonetines said, “l think the conpany you are
| ooking for is ww. testmastersl astprep.conf (i.e., the web site
address for Singh's business). Oher responses referred the
sender to Singh’s page as well as to Kaplan’s and Princeton
Revi ew s.

We concl ude that these email nessages are sone evi dence that

Singh’s mark has established a secondary neaning.® But we nust

signed up and took your LSAT course in the summer of 1999 at
Bo[a]lt Law School, UC Berkeley. | decided against taking the
exam | ast year and would like to take it this year. | understand
if | already payed for the course the first tine it is nuch
cheaper to retake it. ”

8 It is unclear when TES first established a web page at
testmasters.com |If it did soon after it acquired rights to the
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evaluate this evidence against Singh’s overall substantive burden
of proof--which as we noted is quite high. Besides the above-

di scussed nessages, there is little or no evidence regarding
secondary neaning. W have already comented on Singh’s evidence
of advertising and product pronotion. Additionally, Singh has

i ntroduced no evidence of his sales and revenues. Such data
woul d hel p us understand Singh’s market penetration.

Furthernore, Singh has failed to offer any survey evidence--a
fact though not fatal substantially dimnishes the overal
strength of his proof in a case as close as this one. O her

ki nds of hel pful evidence are also |acking. For exanple, if
Kapl an and Princeton Review are as famliar with his business as
he clains, testinony fromtheir representatives would hel p show
Singh’s business is well-established and prom nent.

Addi tionally, he could have secured affidavits fromindividuals
who have | earned of his business through word-of-nmouth or

personal experience. Sinply put, Singh has failed to show that
“a significant quantity of the consum ng public” associates the
TestMasters mark with his business. W are therefore constrained
to conclude that the district court erred in denying TES s Rule
50 notion on the question of secondary neani ng.

Havi ng determ ned that Singh’s mark has not established a

domai n nanme, in 1995, as sone evidence indicates, then the fact
that there is no evidence of confusion from 1995 until md 2000
suggests that the emai|l nessages di scussed above are anonal ous.
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secondary neani ng, we vacate judgnent for Singh on his comon | aw
unfair conpetition claim The district court instructed the jury
that to find TES |iable for unfair conpetition under California

| aw Si ngh had to show that TES' s “actions are |likely to cause

confusion, or to cause m stake, or to deceive . For any
of these things to occur, consuners nust first “be | ooking for”
the TestMasters mark. See 2 MCarTHY 15:11 (internal quotation
omtted). Because Singh has failed to prove that individuals in
southern California “look for” Singh’s mark, “no act of [TES s]
can operate to deceive the public in its identification of
[ Singh]” Id.
CONCLUSI ON

In light of the foregoing, we REVERSE the district court’s
denial of TES s notion for judgnent as a matter of |aw on the
i ssue of secondary neaning. W VACATE its judgnent for Singh for
unfair conpetition under California | aw and RENDER for TES
instead. We VACATE its order conpelling TES to relinquish the

di sputed domain nane. Finally, we REMAND for entry of a order

that Singh’s trademark is invalid. See 15 U S.C. § 11109.
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