REVI SED May 21, 1997

IN THE UNI TED STATES COURT OF APPEALS
FOR THE FI FTH Cl RCU T

No. 95-60408

CREATI ONS UNLI M TED, I NC. and
TI NA SARTI N,

Pl aintiffs-Appellants,
vVer sus
ROBERT and WANDA MCCAI N

Def endant s- Appel | ees.
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Consol i dated wth:

No. 95-60501

CREATI ONS UNLI M TED, I NC. and
TI NA SARTI N,

Pl ai ntiffs-Appellees,
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ROBERT and WANDA MCCAI N,
Def endant s- Appel | ant s.

Appeal fromthe United States District Court



For the Southern District of M ssissipp

May 2, 1997

Bef ore GARWOOD, W ENER, and DeMOSS, Circuit Judges:
PER CURI AM

Initial Plaintiffs-Appellants Creations Unlimted, Inc., and
one of its principals, Tina Sartin (collectively, Creations),
appeal from the district court’s grant of summary judgnent
di sm ssing Creations’ copyright infringenent action. Consolidated
wth Creations’ appeal is the subsequent appeal of initial
Def endant s- Appel | ees Robert and Wanda McCain (the MCains), who
conplain of the district court’s denial of their notion for
attorneys’ fees. |In both instances, we affirm

I
FACTS AND PROCEEDI NGS

Creations is in the business of designing artwork and then
printing that artwork on tee-shirts which are sold to the public at
craft fairs and festivals. In 1992 and 1993, Creations registered
t he copyrights! to a nunber of black and white |ine draw ngs, seven
of which they now claim were infringed by the McCains. Two are
drawi ngs of waternel on slices bordered by geonetric shapes; athird
is adrawing of three cotton bolls; a fourth is a stylized draw ng
of a fish; afifthis a stylized drawing of assorted fruit within

an outline of a rectangle with geonetric shapes below, a sixth is

1 On May 18, 1992, Creations obtained copyright registration
No. 27093 for “ARTWORK’ under the title of “Creations Unlimted
#1.” On Cctober 6, 1993, Creations obtained copyright registration
No. 267749 for additional “ARTWORK’ under the title of “Creations
Unlimted #3.”



a drawing of three hot air balloons on a rectangul ar background
with geonetric shapes below, and a seventh is a drawi ng of three
magnol i a bl ossons.

During the spring of 1992, the MCains began to sell tee-
shirts at festivals and craft shows where Creations marketed its
shirts. According to Creations, many of the MCains tee-shirts
bore desi gns nodel ed on those copyrighted by Creations. The next
spring, Creations wote to the MCains, stating that they were
infringing Creations’ copyrights and demandi ng that the MCains
cease and desist selling tee-shirts that copi ed Creations’ designs.
When the MCains continued to nmarket the offending tee-shirts,
Creations sued for copyright infringenent under 17 U.S. C. § 501(Db).

The district court granted sunmary judgnent in favor of the
McCains, dismssing Creations’ infringenent clains. The court
stated that it had conpared Creations’ copyrighted black and white
line drawings side-by-side with the MCains’ tee-shirts and
concl uded that the works were not substantially simlar. Creations
tinely filed a notice of appeal.

After Creations perfected its appeal, the McCains submtted a
motion to the district court seeking attorney’s fees pursuant to 17
U S C § 505. The district court denied that notion, and the
McCains tinely filed their own appeal. Bot h appeal s have been
consol i dated for our review.

|1
ANALYSI S

A CREATI ONS'  COPYRI GHT | NFRI NGEMENT CLAI M8
Creations argues that the district court should not have

3



dismssed its copyright infringenent clains because the record

contains sufficient direct evidence for a factfinder? to concl ude

that the McCains “copied,” i.e., used, Creations’ original designs
as nodels for their own designs. We perceive no error in the
district court’s dism ssal of Creations’ clainms. Not all “factual”

copyi ng constitutes | egally actionabl e copyright infringenent.?® To

determ ne whet her an instance of copying is legally actionable, a

si de-by-si de conpari son nust be nmade between the original and the
copy to determne whether a |aynman would view the two works as
“substantially simlar.”* Al though that question typically should
be left to the factfinder, we conclude that in the present setting
the district court did not reversibly err by deciding that, as a
matter of law, the MCains' tee-shirts differed from Creations
line drawings in too many respects for a |ayman to concl ude that
the works were substantially simlar.

Neither did the district court err in conparing the MCains’
tee-shirts to Creations’ registered black and white |ine draw ngs,
rather than to the ultimate rendition of those |line drawi ngs on

Creations’ tee-shirts.®> Although registration with the copyright

2 Before the district court granted summary judgnment, the
parties had agreed to submt the case to a bench trial.

3 See Szabo v. Errisson, 68 F.3d 940, 944 (5th Cr.
1995) (citing Engineering Dynamcs, Inc. v. Structural Software
Inc., 26 F.3d 1335, 1340 (5th Cr. 1994)).

4 See Engi neering Dynanmics, 26 F.3d at 1341.

5> See Novak v. National Broadcasting Co., 716 F.Supp. 745,
750-51 (S.D.N.Y. 1989) (conparing the defendant’s allegedly
infringing television conedy sketch to the registered script for
the plaintiff’s original version, because the plaintiff had fail ed
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office is not a prerequisite to copyright protection, it is a
prerequisite to maintaining an infringement lawsuit.® Thus, before
proceeding to court, a plaintiff nust regi ster each copyright that
he seeks to enforce.

On the other hand, registration with the copyright office is

a jurisdictional prerequisite to filing a copyright infringenent

suit;’” therefore, to the extent Creations’ conplaint included any

clains for infringenent of its tee-shirts (distinct fromits |ine

drawi ngs), the district court had no jurisdiction. Accordingly,
the district court’s judgnment nust be nodified to nake it a
dismssal for want of subject matter jurisdiction (and hence
W thout prejudice to the nerits) instead of a dismssal on the
merits -- but only insofar as that judgnent pertains to clains for
infringenment of the tee-shirts thenselves. |In all other respects,
including the dismssal on the nerits of +the clains for
infringenment of the line drawings, we affirmthe judgnent of the
district court.

B. ATTORNEY' S FEES

1. Subj ect Matter Jurisdiction

Creations insisted that the district court |acked jurisdiction

to register a copy of its televised perfornmance).

6 See, e.qg., Chuck Blore & Don Richman Inc. v. 20/20 Adver.
Inc., 674 F. Supp. 671, 673 n.1 (D.Mnn. 1987); Dodd v. Forth Smth
Special Sch. Dist. No. 100, 666 F.Supp. 1278, 1282 (WD. Ark.
1987); Sargent v. Anerican Geetings Corp., 588 F.Supp. 912, 925
(N.D. Chio 1984).

’” See, e.d., MGB. Hones, Inc. v. Aneron Hones, Inc., 903
F.2d 1486, 1488 (1l1th Cr. 1990); D elsi v. Falk, 916 F. Supp. 985,
994 n.7 (C.D. Cal. 1996).




to rule on the McCains’ notion for attorneys’ fees. Creations
grounded its argunent in the fact that it already had filed a
noti ce of appeal fromthe summary di sm ssal of the underlying case,
t hereby divesting the court of jurisdiction.

As a general rule, “a district court 1is divested of
jurisdiction upon the filing of the notice of appeal wth respect
to any matters involved in the appeal.”® The district court,
noting that we have yet to state explicitly whether the genera
rule applies to a notion for attorneys fees, relied on an opinion
fromthe Tenth Circuit in concluding that it had jurisdiction.?®
Today we join the Tenth Crcuit and explicitly bl ess what has | ong
been the practice in this «circuit: A district court has
jurisdictiontorule onanotion for ancillary attorneys’ fees even
after the filing of a notice of appeal wth respect to the
under | ying cl ai ns.

2. The Merits

W review the district court’s refusal to award attorneys
fees and costs under an abuse of discretion standard.?® |In Fogerty

v. Fantasy, Inc.,! the Suprenme Court articulated the standard to

8 Taylor v. Sterrett, 640 F.2d 663, 667 (5th Cr. 1981).

° City of Chanute v. Wllians Natural Gas Co., 955 F.2d 641,
658 (10th Cr.) (“The lawis well settled [that] the district judge
retains jurisdiction over the issue of attorneys’ fees even though
an appeal on the nerits of the case is pending.”), cert. denied,
506 U.S. 831, 113 S. Ct. 96, 121 L.Ed.2d 57 (1992).

1017 U.S.C. §8 505; McGaughey v. Twentieth Century Fox Fil m
Corp., 12 F.3d 62, 65 (5th Cr. 1994).

1510 U S 517, 114 S.C. 1023, 127 L.Ed.2d 455 (1994).
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be applied by a district court when considering a notion for
attorneys’ fees and costs in a copyright action. The Court
rejected the “dual standard,” use of which favors awards to
plaintiffs over awards to defendants; but the Court al so repudi at ed
the “British Rule” for automatic recovery of attorney’ s fees by the
prevailing party. The Suprene Court enphasized that “attorney’s
fees are to be awarded to prevailing parties only as a matter of
the court’s discretion.”'? The Court then cited with approval a
nonexclusive list of factors to guide the district court’s
discretion in awardi ng attorneys’ fees. Those factors, originally

listed by the Third Grcuit in Lieb v. Topstone Industries, Inc.,?®

include “frivolousness, notivation, objective unreasonabl eness
(both in the factual and in the |egal conponents of the case) and
the need in particular circunstances to advance consi derations of
conpensation and deterrence.”

W see no abuse of discretion in the district court’s
rejection of the McCains’ notion for attorneys’ fees. The court
properly applied the Lieb factors and also “considered the
argunents put forth by the [McCains] in their nmenorandum brief”
before denying the McCain’s notion, and the MCains’ have offered
not hi ng on appeal to conpel a conclusion that the district court
abused its discretion in so ruling.

12 |1d, at 469.
13 788 F.2d 151, 156 (3d Cir. 1986).
14 Ljeb, 788 F.2d at 156.



CONCLUSI ON
For the reasons set forth above, we affirm the district
court’s summary dismssal of Creations’ copyright infringenent
clains, nodifiedtoreflect that the dismssal is wthout prejudice
to any rights Creations mght have against the MCains for
infringement of Creations’ conpleted tee-shirts. W also affirm
the district court’s denial of the McCains’ notion for attorneys’

f ees.

MODI FI ED in part, and AFFI RVED as nodi fi ed.



